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Mighty Mite 
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Inner Circle 300 oe 
Li Lan inimax 
onan 862 Minral Meal 
tinental inute Made 
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Minwax 
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Juliana Lingeries Little Lady 
Little Miss Donnett 64 : 
Little Miss Muffett Mueller Climatrol 
The Lone Ranger Mura-Tex 
Lone Rider 5 Muratile 
Lonsh 
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Just Cali Me Squirt 
Just Lick Um Up 


National Boltmaker 

National Home Shows... 

National Park Sport 
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a 1164 
Macmillan Ring-Free 
Motor Oil 


agna 
Majestic Grille 
Kolestone Majestic Restaurant Nitey Nite 
Koller 548 Makes any Soap a Nivada Grenchen 
Koller’s Topaz Naphtha Soap No Wash Up 
Ad 809 — the Weather Be- 
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Oo 


Oh Henry by Oh Jonnie 540 
55, 558 


Oil-O-Matic 

Oiloy Motor Oil 

Old 

Old Charter 

Old Forrester 

Old Foster 

Old Gold 

Old Original Book- 
binder’s 

Old Tyme 

The One-Way Nail 

Oneida 

Only-Wun 

Oriental Cream 

Orthoflex 

Orthogon Panoptik 

Ortho-Justic 

Orthotonic 

Overtone 


Pat 

The Paul Bunyan 
Paula Brooks 

Paula Dean Originals.... 


Peer-Amid Bottles 
Penaten 

Penoptic 

Pep 


Pepsi-Cola 
Perco 
Peter Pan 


Photo-Electrode System.. 452 


Pick the Polka Dot 
Package Cleanser 


Pic-L-Joys 
Pi-Do 
Pilgrim 

The Pilgrim Laundry.... 
Pillsbury’s 
Pin-On 
Plant Dinner 
Plant Pantry 
Plexitron 
Polka Dot 
Poro-Cel 


P (Cont.) 


Poroplast 


Port Chester Beer Dis- , 


tributors 
Port Chester Beverage 
Company 
Precision Knife 
Press—It’s Lit; Release 
—It’s Out 
Princess Pat 
Protectoglo 
Pro-Tek-Tiv 
Protolac 


The Public Appreciates 
438 


Raisin Bread 

Rameses by Radames.... 
Rarin’ To Go 

Rayco 

Rayostorm 

Ready Hung 

Ready Hung Doors 


Ready-Mixed Breading .. 
1166 


Realistic 


Red Riding Hood 
Reed Reel Oven 

Reed Revolving Oven... 
Reel Oven 


Representing the Buyer 595 


Restonic 
Retort 
Retractable Anvil 
Rexall 
Richtone 
Rimmel 
Ring-Free 
Ring In 
Rite 
Riverside 
Rodasan 
Ronson 
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Rotary Die Process 
Capsules 
Rotomist 
Roto-Power 
Rotosan 
Royal 
Royal Crown 
Royal Flush 
Royal Punch 
Roytype 
Ruberoid 
Rubifax 
Ruby Foo’s ......... 
Ru’Nel 
Rust-I-Cide 


KF 

S. Seidenberg & Co’s 
Safe T Seal 
Saginaw 

Salad-Pac 

Salad Queen 
Sana-Porce 
Sangamo 

Sangamo Button 


Satisfax 

Savage 

Scot Mist Proofed 
Scotch Blend 
Scotch—Top Brand 
Scotchmoor 
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Seakist 

Seal Strip 
Seatang 
Sed-O-Fax 
Self-O-Matic 
Selftapping 


Sharkskin 
Sheffield 
Shine-All 


Shirtmaker 


Shortstop 
Shower-Aids 
Shredded Wheat 
Silver Flash 
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Skeetofax 

Skill Will Do It 
Slenderella 
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Slenderella of Holly- 
ood 


w 

Slipova 

Slumberon 

Smilen 

Smokador 

1 Snap—Lite Up—2 Re- 
lease, Lite Out 

Snap Up 

Snickers 

Snookies 

Society 

Society Brand 

Solventol 

Solvete 

Solvite 


Sono Probe 
Sonochorde 
Sonochrome 
Sonofilm 
Sonoflux 
Sonotone 
Sonovision 
Sonowear 
Space Saver 
Spearmint 
| SS eS: 1164 
Speed 

Speed Wagon 
Spincraft 
Splurge 

Sport Stride 
Sport Walks 
Springfoam 
Springstep 
Spun-Lo by Sunglo 
Squirt 

Stabrite 

Staley 

Staley’s Bullets 
Staley’s Pellets 
Staley’s Record 
Standard 

Stané 

Stanley’s 
Stanox 

Star Brand 
Startgrolay 
Starlac 
Starlash 
Stasheen 

Steel is Universal 
Steem Electric 
Stepping Tones 
Stetson 

Story 
Storybook 
Stripp 

Strong 


Stronghold 
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Stronghold Nails Hold 

Stud 

Suavelle 

Suedestar 

Sun Drop 

Sun Garden 

Sun Idol 

Sunbeam 

Sunbeam Lights the 
World 

Sun-C 

Sundown 

Sunenstorm 

Sun-E-Tex 

Sunny 

Sunny 

Sunny Cove 

Sunny Dawn 

Sunny Heights 

Sunny Hills 

Sunny Mesa 

Sunny Mountain 

Sunrapt 

Sunray 

Sunripe 

Sunshine 

Sunshine Minerals 

Sun-Tang 

Sunview 

Sunvis 

Super Flash 

Super-Power Center- 
Lift Hercules Dump 
Bodies 

Superfine Salad-Pac 

Supersheen 

Surety 

Surety-Fold 

Surety Short-Knits 

Surety-Six 

Surf ’n Sand 

Surge 

Swavel 

Synchromatic 

Synchronar 


Take the Wheel—Try 
the Feel 

Tannafax 

Tasty Treat 


Technical Trend 
Telechron 
Telicon 
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Texas Ranger 
Textul 

Thermo-Jac 
Thermomatic 
Therogene 

They Hold Forever 
They Lie Flat 

3 in 1 


Timofax 

Tintair 

Tinto Rapid 
Toasted Corn Flakes 
Toilet-San 
Tommy Armour 
Topps 

Townley 
Town-Moor 

A Treat to Eat 
Tresaderm 
Tri-Fax 


Trim-Set 
Trinavac 
Trinidex 
Tri-Sure 

Tru Val Glider 
Trucloader 


Turbo Flush 

Turks 

Tweedies Suburbans ..... 
Tweez Ease 
Tweez-Eez 

Tweezette 

Twinn-Jac 

Twissors 


Universal 

Univis 

Urban-Suburban 
Classics 

Useful News for Im- 
portant People 436, 977 


Vacuum Cups 
Vapex 
Vaporub 
Vapure 
Versatil 
Visualized 
Vitabuild 
Vitarhiles 
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Warm-Ever 
Warwick Chemists 
Weathercrest 
Weathervane 


Weathervane Golfer .. .. 


Wednesday’s Child 
Weldtex 
Whirl-Beater 
Whirling Spray 
White Rose 


W (Cont.) 


Won 

Wonder Creme 
Wondra 

Wood Welder 


444 Woodalls 


Worlbeater 

World’s Greatest Lighter 422 
Wornova 1165 
Wunder-Skin 


Yard Chief 

Yard-Man 323 
Yo Do-It-Yourself Show 1317 
Young’s Gifticket 687 


Zurium Bonded 
Diamond Wheels 
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DIGEST OF CASES 
I. TRADE-MARK ACT OF 1946 


CONSTRUCTION 


LANHAM ACT 
T. M. R. Page 


Requirement in Section 1 of 1946 Act that trademark must be in actual use by owner is 
qualified by related company provision of section 5; provisions apply to marks on Supplemental 
Register. 835 


Section 2 


One purpose of Act of 1946 was to change former statute under which any term could be 
refused registration solely by reason of a geographical meaning, regardless of whether the 
geographical meaning of the word was minor or obscure, or remote, or could not conceivably 
have any connection with goods, but this purpose was not to go to the other extreme and permit 
registration of all or practically all geographical terms as trade-marks. 96 


Where applicant seeks to register under section 2(f) composite mark consisting of Pillsbury 
“barrelhead” design with BEST BAKERS PATENT and xxxx, the words BAKERS and PATENT being 
disclaimed apart from mark, the test is whether evidence is sufficient to show that the mark 
identifies applicant’s goods and distinguishes them from those of others since Examiner refused 
registration unless BEST BAKERS PATENT was disclaimed. 

Affidavits from members of trade show that phrase BEST BAKERS PATENT has been used 
exclusively by applicant for over half a century and serves to indicate origin and overcomes 
proof that words individually have generic or trade significance and would be incapable of 
registration alone. 

Test is one of fact and not of law and opinion as to “capability of distinguishing” may not 
be substituted for evidence showing distinctiveness. 459 


Section 2(c) of Act of 1946 contemplates that subject matter is used as trade-mark since 
opening phrase of section 2 and sub-section 2(c) read together state that trade-mark by which 
goods may be distinguished from goods of others shall be refused registration if it consists of 
or comprises name identifying living individual, except by his written consent. 

Laches, acquiescence, and estoppel have nothing to do with section 2(c), which contains 
an absolute requirement for registration. 

Since word “comprises” is used as well as words, “Consists of” in section 2(c), trade-mark 
falling within its purview may include matters other than name. 

Since section 2(c) uses words “a name” and not words “the name”, “names” is not restricted 
to full name of individual, but refers to any name. 688 


Section 2(f) provides that marks which are merely descriptive may be registered if they 
have become distinctive of applicant’s goods, i.e., have acquired a secondary meaning. 737 


1946 Act now permits registration of name of particular living person if the person gives 
his written consent. 928 
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Terms FLAVOR SEAL and FLAVO-SEAL are both descriptive of the goods and opposer is not 
entitled to 2(f) registration in view of use by applicant of term FLAVO-SEAL in uses analogous to 
trademark use and inability of opposer to show that the term had become distinctive of opposer’s 
goods alone. Where two parties have simultaneously made substantial use of a descriptive 
mark applicant is not entitled to registration. 1106 


Section 2(e) merely reflects long standing equitable doctrine and precludes exclusive use of 
descriptive or generic terms as trademarks. 1161 


If connection between products found sufficient to imply original user has branched out in 
his business or approved, sponsored or is connected with new product; or where evidence shows 
patent attempt to deceive public or to benefit by free ride on reputation or good will of another, 


it would appear that registration might be refused under subsection 2 (a) or 2 (b) or both. 
1333 


Where applicant established exclusive use of mark BUTTER-NUT for candies sold in 23 states 
for more than 36 years, expended $1,135,000 over six year period in advertising, and produced 
42 form affidavits of individuals connected with candy trade held burden of proof sustained by 
applicant to fulfill requirement of “distinctiveness” required for registration under Section 2 (f), 
and since Congress set up no standard by which “distinctiveness” was to be determined tendency 
to require more proof would be unreasonable. 1425 


Where applicant applied for registration of mark THE CLINIC sHOE for shoes on basis of 
distinctiveness and specimens disclosed use of composite mark THE CLINIC SHOE with drawing 
of a nurse’s head and below the phrase FoR WOMEN IN WHITE held if mark has become distinctive 
it can only be with respect to a particular good, namely, nurses’ oxfords and not for shoe in 
general. 1457 


Section 5 


Requirement in Section 1 of 1946 Act that trade-mark must be in actual use by owner is 
qualified by related company provision of section 5; provisions apply to marks on Supplemental 
Register. 835 


Section 8 


Where specimen of mark as currently used submitted with affidavit of use under section 8 
differs from mark as originally registered in that the words PETER PAN are printed somewhat 
differently and an oval design and two leaves are omitted the Examiner is directed to accept the 
affidavit of use since the dominant and distinctive feature of the mark are the words PETER PAN 
and the design is mere background and not an integral part of mark. 547 


Where application to register GLIDER for knitwear was opposed by two registrants of GLIDER, 
for foundation garments and TRU VAL GLIDER for men’s business shirts, and after applicant’s time 
for taking testimony expired, motion was filed to dissolve including proposal to amend identifi- 
cation of goods, adding earlier registration to interference held only registration for TRU VAL 
GLIDER can be considered as registration of GLIDER for men’s shirts was cancelled for failure to 
file affidavit under Section 8. 1461 


Section 21 


Where applicant sought to register pEZot as a mark for lubricating oil and was opposed by 
owner of mark piot for identical goods and Examiner sustained opposition, and on appeal action 
of Examiner was reversed and opposer filed notice of appeal and applicant filed notice of election 
under section 21 to have all further proceedings by civil action the election of applicant was proper 
and the appeal is therefore dismissed. 


Section 21 provides that any applicant may appeal to United States Court of Customs and 
Patent Appeals or may proceed under sections 145 and 146 of the Patent Act of 1952. Section 146 
of Patent Act does not restrict right of appeal to those dissatisfied on “question of priority”. 
Section must be read in light of fact in opposition proceedings question is normally one of con- 
fusing similarity rather than priority. 1188 
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Section 23 












“4 Intent of section was to provide for registration of matter entitled to protection from unfair 
° competition in this country but which would receive no protection, in the absence of registration, 
Y- in countries having no common law remedy for unfair competition. i 
6 Function of design patent and trade-mark and purpose underlying their protection differ. | 
f Protection afforded a trade-mark cannot be considered an extension of protection afforded a 
l patented design. 
. Designs not patentable because they are not new and design never patented are in the public 

domain but such designs may, through use, come to identify a given trader’s product and hence 
be entitled to protection and are registrable under Section 23. Subject of expired design patent 
. is in public domain in like manner and rights of public to use subject are as great but no greater 
: than its rights in an unpatented or unpatentable design. 


“Exclusive use” during 14 years period of design patent is not the “exclusive use” contemplated 
by trade-mark law necessary to create a mark capable of distinguishing but where record shows 
more than 10 years exclusive use by applicant since expiration of design patent and such use 
has been in nature of a distinguishing mark registration will be permitted on the Supplemental 
Register. 336 


Under Section 23 a descriptive term may be registered on the Supplemental Register. 1096 










Section 32 


Lanham Act gives a federal cause of action for infringement of marks registered under the 
Act (Section 44(h)) and for unfair competition in use of registered marks (Section 32(1)) 
as well as trade names and commercial names, and where law of State of California provides 
for registration of trade-marks and for civil and criminal remedies for infringement and unfair 
competition held it would be inconsistent to allow state law to govern action for unfair com- 
petition involving Federally registered marks and Act precludes concurrent enforcement of 
state law. 1396 


Infringing mark must be used in “commerce” regulated by Congress and Lanham Act 
broadened scope of Federal jurisdiction involving registered trademark to protect infringement 
which is purely intrastate but which interfered with free flow of interstate commerce, however, 
this is different from extension of jurisdiction of federal court to all instances of unfair com- 
petition. 

Protection of registered trademark is not limited to goods specified in certificate but extends 
to any goods using an infringing mark which is likely to cause confusion and factual issue is 
presented as to what goods meet this description. 

Where District Court found no actual monetary damage but found defendant’s use of words 
MINUTE MADE had caused confusion as to source of origin and likelihood of damage held sufficient 
to justify enjoining infringement and proof of actual damage not necessary to authorize pre- 
ventive relief. 1408 































Section 44 


Lanham Act gives a federal cause of action for infringement of marks registered under the 
Act (Section 44(h)) and for unfair competition in use of registered marks (Section 32(1)) as 
well as trade names and commercial names, and where law of State of California provides for 
registration of trademarks and for civil and criminal remedies for infringement and unfair 
competition held it would be inconsistent to allow state law to govern action for unfair com- 
petition involving Federally registered marks and Act precludes concurrent enforcement of 
state law. 1396 


























Section 45 


Reference in section 45 to distinctive features of radio advertising was intended primarily 
to protect titles, theme songs, character names, and other distinctive features of radio programs. 
However, it is not expressly limited to radio advertising. 
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“Colorable imitation” is used in section 45 to mean a mark so similar in appearance to 
registered mark that confusion would be likely. 170 
Use of mark pRyY-0-MATIC on paper towel dispensers is not sufficient trade-mark use for 
paper towels and does not meet requirement of Section 45 regarding registration of a mark when 
it is “placed in any manner on the goods or their containers.” 555 


Use of trademark on package inserts does not constitute trademark use under section 45. 


1106 


Infringing mark must be used “in commerce” regulated by Congress and Lanham Act 
broadened scope of Federal jurisdiction involving registered trademark to protect infringement 
which is purely intrastate but which interfered with free flow of interstate commerce, ‘however, 
this is different from extension of jurisdiction of federal court to all instances of unfair 
competition. 1408 


REGISTRABILITY 
In General 


LUCKY CAMEL held not registrable as trade-mark for candy cigarettes sold in package 
imitating CAMEL cigarettes. 60 


Ampersand mark and word “and” are synonymous, and would mean the same to the public. 


86 


Whiie the decisions in many infringement suits are not applicable to registration proceedings, 
the final proof of a trade-mark is whether courts will give it effect as such, and if courts refuse 
to do so on the ground that there is no trade-mark, the Patent Office ought to take some 
cognizance of such decisions in its actions. 93 


KOSHER, written in ordinary or reversed form in Hebrew or English, is incapable of func- 
tioning as a trade-mark. 102 


Mark comprised of fanciful representation of girl dancing on phonograph record, where the 
record is disclaimed, together with the phrase STEPPING TONES constitutes a valid mark and the 
proprietary right therein would be protected as unfair competition even in the absence of regis- 
tration. 

Defendants’ label bears phrase “trade-mark registered U. S. Patent Office” where no regis- 
tration exists. Deception such as this may be considered in determining whether there is 
fortuitous imitation or a calculated determination to appropriate plaintiff’s mark. 144 


The use of the initials Mc imparts no invalidity to a trade-mark. 165 


Congressional intent as to scope of protection afforded by Lanham Act must be considered 
against common law philosophy of trade-mark protection. 

Lanham Act has not significantly altered common law requirement that trade-mark must be 
affixed to goods which it identifies. 170 


Filing under Rule 282 of certified copies of registrations and assignments establishes prima 
facie validity of registrations, ownership of marks, and exclusive right to use marks in commerce 
in connection with goods specified. 213 


A merely descriptive mark not entitled to registration and if registered does not prohibit 
modified use by others; thus if mark merely conveys to purchaser the product, quality or use 
intended it lacks distinctiveness and is not subject to exclusive appropriation but where person 
seeks to identify his business by adding to an ordinary word something by way of illustration 


or otherwise to identify his product courts will grant limited protection. Here Looz accompanied 
by picture of a woman, for “saline carthartic”, whether misspelling for “lose” or not does not 


describe the product and constitutes a good mark as registered but when used in connection with 
a new product designed to reduce weight the mark becomes descriptive. 267 


Use of phrase HEART BRAND DEXEDRINE since it includes plaintiff’s mark DEXEDRINE suggests 
that the tablet is the product of either SKF or a licensee of SKF. 274 
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Where coatings are designed to protect exposed parts of ignition systems, including insulated 
parts, from moisture, they are protective coatings rather than electrical supplies and hence 
properly classified in Class 16 and not Class 21. The term sHortstop not descriptive of liquid 
coating material for ignition systems but, at most, merely suggestive. 302 


SHOWER-AIDS descriptive of shower kits of plastic containing caps and slippers despite con- 
tention of applicant that it does not describe precise use. Sufficient if term indicates goods are 
intended to aid in shower. 303 


Statement should be amended since drawing is lined for red and blue but evidence shows 
it particular color combination not always used. Amendment should read, “The drawing is lined 
for red and blue, but no claim is made for color.” 306 


Registration of Supplemental Register refused for mark LAME with spool of thread since 
lamé is name of metalic thread used in making lamé fabric, and is therefore descriptive, despite 
fact that descriptiveness is no bar to registration on the Supplemental Register but mark must 
still be capable of distinguishing the goods of one person from those of another. 308 


Applicant’s description of goods as being packaged and sold in drums mere surplusage since, 
if trade-mark indicates origin manner of packaging not pertinent. 

Record fails to disclose trade practices of opposer or trade recognition of family of marks 
which would justify relief under “family of marks” theory hence registrations must be considered 
individually. 319 


Registration in Patent Office is government’s recognition of rights in trade marks acquired 
through use and not mere adoption. 
Trade mark must be used openly and continuously to identify goods and services before 


protection of statute is available. 328 


ACADEMY AWARD is name, distinguishing mark, or emblem of organization, Academy of 
Motion Picture Arts and Sciences, but it is not a trade-mark used to identify goods. 439 


Application to register WHIRL-BEATER specifies “kitchen appliances, including” whereas only 
article to which mark is applied is electrically operated food mixer and therefore application is 
misleading. Statute requires actual specification of goods. 443 


While more than one trade-mark can be used in connection with the same goods, it is a 
question of fact whether the marks are so used as to indicate origin. 452 


Compound mark should be considered in entirety and not dissected for purpose of comparison 
and hence ONLY-WUN is not confusingly similar to won since they neither look or sound alike 
nor have a common significance. 457 


ROYAL CROWN is a valid trade-mark for soft drinks and concentrates. 
ROYAL PUNCH is a valid trade-mark for soft drinks and concentrates. 497 


Trade-Mark Act creates a statutory right of registration of a mark if certain conditions 
set forth in the act are complied with. It is alleged wrongful breach of which applicant seeks 
to remedy. 518 


NAF-SOL, derived from misspelling of NAPHTHA and SOLUTION, may function as a trade-mark. 


580 


Different packaging, labels, and prices are without effect upon question of resemblance of 
marks, for either party may freely change these factors. 
Dissection of marks is not proper method of arriving at determination whether confusion is 


likely. 
Similarity in meaning alone between marks is sufficient to give rise to likelihood of confusion 
when marks are applied to similar goods. 589 


Obtaining of registration of word for different goods is irrelevant to question of registra- 
bility of word for goods in question. 591 
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When highly suggestive words in common usage are adopted and used as parts of marks, 
area of likelihood of conflict is somewhat limited, and scope of protection is less extensive than 
in case of coined, fanciful, and arbitrary marks. 678 


Style designation may also function as trade-mark; test is whether it indicates style 
(unregistrable) or origin of goods. 680 


Use by hat retailer of mark for gift certificates is not trade-mark use, in that it does not 
identify retailer’s goods or distinguish them from those manufactured or sold by others. 

Use by printer of mark for gift certificates which it manufactures and sells is valid trade- 
mark use, for it identifies printer’s goods and distinguishes them from those manufactured and 
sold by others. 686 


Holding that since respondent had right to use mark, with petitioner’s consent, it also had 
right to register it, is non sequitur because of need to meet specific statutory requirements. 688 


Opposer’s testimony includes reference to its use of THERMO-BIL, THERMO-JIL, THERMO-JEAN 
and THERMO-JAC; it is thus apparent that opposer considers THERMO portion of its mark 
THERMO-JAC to be the significant indication of origin. 700 


It is common practice in drug industry to “fabricate” marks from syllables of generic 
designation of ingredients; no single manufacturer. can claim exclusive rights in name of goods 
or ingredients or syllables of names ; purchasing public is entitled to be protected from confusion 
which may result from marks thus “fabricated,” so Commissioner of Patents serves as guardian 
of public interest. 704 


Unlike language of “ten-year proviso”of 1905 Act, there is no requirement in Section 2(f) 
or elsewhere in 1946 Act that applicant must have used mark during five year period immediately 
preceding filing date of application in order to qualify for registration. 706 

Mark pEMEROL for an antispasmodic and analgesic preparation sold only on prescription is 
not damaged by mark HEM-O-RAL for oral preparation sold over counter for relief of hemor- 
rhoids and hence HEM-O-RAL may be registered since little likelihood of confusion in view of 
difference in marks, products and manner in which they are handled in trade. 732 


Use of word LUREX to identify additive substance in the nature of an ingredient for rat 
poison is not trade-mark use. 735 


Opposer’s use of ADMIRAL, for a variety of household appliances, is an arbitrary use of a 
familiar word; extensive advertising and sales have probably created a new meaning of the word 
to the extent that when used in connection with household appliances, it means a product of the 
opposer. 

Mark which indicates merely style, type or grade of goods is not registrable unless it also 
indicates origin of the goods. 

Two or more trade-marks may be used to indicate origin and such use is entirely proper. 


845 


Use of the term in correspondence, brochures and invoices not a trade-mark use under the 
statute. 855 


In mark consisting of BOOK SAVERS and design, word portion is term by which public would 
be likely to call for product. 859 


Mere adoption of mark creates no rights; adoption must be followed by actual use before 
rights accrue; ordering of Labels and Listing in Catalogs is not use within meaning of statute. 
Interstate use of mark is requisite to Federal registration, but rights in and to mark are 
not dependent upon interstate use. 861 


Where primary purpose of design, of projections of peculiar shape and arrangements is 
utilitarian, it must be characterized as functional and for this reason considered unregistrable on 
Supplemental Register. 866 


Trade-Mark Act calls for registration of marks as actually used; parts of single integrated 
mark may not be separately registered. 970 
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Arbitrary display of contents of package does not make a trade-mark; illustration identifies 
contents, not origin. 981 


DAIRY, no matter how spelled, can have no real distinctiveness when used on dairy products. 
982 


QUALITY COUNTS, as used on wrapping paper and paper bags sold only to institutional and 
industrial users, is registrable as a trade-mark; mark is a terse phrase which suggests that 
applicants products are quality products; mark means a product manufactured and sold by 
applicant. 985 


When courts protect famous names and celebrated marks against unauthorized use, Patent 
Office should refuse registration on same theory, namely the false suggestion of a trade con- 
nection. : 987 


Applicant seeks to register the term FLAVO-sEAL for aluminum cooking and hollow ware 
alleging use since 1938 and opposition is based on use of trademark FLAvoR SEAL for cooking 
utensils and pending applications sets forth use since May 1947. Opposer’s goods are so con- 
structed as to permit very little liquid in cooking and vapors form seal thereby retaining flavor 
and nutrients and are sold by salesmen through home demonstrations. 

Applicant did not use term FLAVO-SEAL on goods until March 1948 but did use the term on 
folders and recipe booklets packed with goods in connection with use of goods as premiums by 
utility companies and jewelry stores and on route cards used by coffee and tea route salesmen, 
together with some use of term in advertising. 1105 

Where petition seeks exercise of supervisory authority by Commissioner in opposition sus- 
pended by Examiner, pending final determination. of civil action between parties, the Court in the 
civil action will necessarily determine the preliminary question of the right to use, which is a 
prerequisite to registration, and therefore the suspension of the opposition was proper. 1114 


Registrability of mark sought to be registered by application filed September 25, 1947 must 
be determined on basis of provisions of Act of 1946, and formerly pertinent provisions of Act of 
1905 are without effect. 1234 


Inclusion of syrup as a product in line of packaged grocery items would be a normal 
expansion of business. 

Where proof indicated sporadic trademark use by applicant before 1926 and no use there- 
after until 1946 during which time opposer built up its business, resumption of use by applicant in 
1946 did not give it any registrable rights. 1240 


Trademark indicates origin and also performs function of advertising, selling and guaranty. 
1248 


When considering the marks in their entireties, the goods of the party, their similarities 
as well as their differences, it is not likely purchasers will believe products emanate from same 


source. 1326 
Registration of patented article as a trade-mark for the patented article, the patented features 
being the very features of shape alleged to be distinctive as a trade-mark, is improper. 1337 


Since term ROTARY DIE PROCESS is the name used for applicant’s process for making vitamin 
capsules, ROTARY DIE PROCESS CAPSULES would be natural name for capsules made by this process ; 
accordingly, expression is not registrable as trade-mark. 1343 
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UNIVERSAL is not unique as a trade-mark and has been characterized as a “weak” mark. 
1345 


Rights in arbitrarily coined trademark do not extend farther than to those products which 
might reasonably be assumed to come from, or be associated with, or approved, or sponsored by 
a single business entity. 1346 


Where the character or nature of the products leads to conclusions that they come from same 
source held sufficient to find likelihood of confusion and it is not necessary to find that goods are 
of same descriptive properties, or competitive or move in same trade channels to deny registra- 
tion of similar mark. 1444 


Wavy line design which is an integral part of goods held merely decorative matter to enhance 
appearance of textile fabric and not registrable as a mark. 1456 


Descriptive Terms 
Q-TIPsS is not descriptive of cotton-tipped applicators. 39 


Although sTRONGHOLD is suggestive of an attribute of plaintiff’s nail, it is not descriptive 
thereof. 

Defendant is in a weak position to assert that STRONGHOLD is a descriptive word invalidating 
plaintiff’s trade-mark, for when this litigation threatened, defendant registered its logotype 
featuring STRONGHOLD in 46 states. 46 


STARTGROLAY, viewed as a whole, is capable of distinguishing applicant’s poultry feed, even 
though each of its three syllables might well be descriptive of the goods. 63 


FACIALETTES is unregistrable as “Facial” is highly descriptive of facial tissues, and the use 
of the diminutive suffix “ette” does not sufficiently remove its descriptive aspect. 80 


TOP, as used in applicant’s scorcH-tTop, for coating composition utilized as the top coat in 
covering wall surfaces, is descriptive and must be disclaimed. 81 


G AND C is not descriptive of tablets for the relief of colds. 86 


CENTER-LIFT, as used in phrase SUPER-POWER HERCULES CENTER-LIFT, for hoists for tilting 
dump bodies, is descriptive and generic, and cannot be registered under Section 2(f) as it does 
not appear that the phrase is a trade-mark. 98 


While TECHNICAL is descriptive and TREND generic, when used in connection with an invest- 
ment advisory service is registrable as a service mark since neither individually nor in combination 
do they describe the service except as it may have, through usage, come to indicate services 
rendered by applicant. Test of whether mark should be refused registration as descriptive under 
the statute is whether or not mark is merely descriptive as applied to applicants goods or services. 

189 


Where a composite mark includes disclaimed descriptive and generic matter, it must be con- 
sidered in its entirety but where that portion of mark deemed to be dominant is admittedly 
unregistrable and the pictorial matter is so closely associated in significance with the unregistrable 
matter, the entire mark is rendered unregistrable. 

Application to register composite mark FINB WESTERN DEERSKIN (disclaimed) with deer in 
flight is refused the mark being descriptive of leather goods. 196 


Section 2 (f) does not permit registration of term CRIPPLED SHAD since “Crippled” is 
descriptive of functional features of lure and “shad” is not a word capable of exclusive appro- 
priation in the fish lure field. 197 


Applicant files to register ENGLISH for writing paper. Evidence submitted in support of dis- 
tinctiveness is not persuasive of finding that word functions as indication of origin, since it 
appears that at least seven other companies use word in connection with paper. 219 


NEW LOOK as applied to baby pants made of rubber or plastic material not descriptive nor 
is it deceptively misdescriptive. 313 
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“Ohm” is term so closely related to resistors as to be unregistrable for them. 328 


E-Z CLEAN, for water softener and cleanser designed primarily for wall washing and paint 
cleaning, has a highly descriptive significance. 


E-Z-GO, for preparation for cleaning hands is highly suggestive, but is registrable. 330 


Where application is made to register the term PHOTO-ELECTRODE SYSTEM (SYSTEM dis- 
claimed) for unitary safety control apparatus using photoelectric cell such use does not make 
the word pHoTO merely descriptive of the system and since no electrodes are used in the system 
ELECTRODE is not descriptive of the goods but is somewhat misdescriptive but not deceptively so. 
However, where evidence indicates term has been used descriptively to indicate the control 
system featuring the photoelectric detecting unit as distinguished from the flame electrode system, 
and not to indicate origin, the term is not registrable. 452 


IMAGE is generically descriptive of blank preprinted lithographic paper plates used in direct- 
image offset duplicating machines. 591 


If slogan used as service mark is “merely descriptive,” it should be rejected on ground that 
registration is prohibited by section 2(e); if it has become distinctive of applicant’s services, 
section 2(f) provides that nothing in section 2(e) shall prevent its registration; question is 
therefore one of fact to be resolved from evidence submitted. 

Descriptiveness is not bar to registration if evidence is sufficient to show distinctiveness. 

594 


That a designation may have suggestive significance in connection with goods does not render 
it inappropriate for use as trade-mark; test is imaginativeness involved in suggestion. 657 


CONTOUR CHAIR-LOUNGE, for chairs, with chair and lounge disclaimed, is a valid trade-mark; 
use of word contour is fanciful. 661 


Where applicant seeks to register MURATILE for floor, wall and ceiling tiles of clay and is 
opposed by registration of mark MuURA-TEX for plastic wall tile first used in 1947 while applicant 
shows use from 1932, opposer’s reliance upon confusion in trade clause is without merit since 
applicant’s rights are superior. 

Prefix MURA is highly suggestive in both marks but not descriptive and opposer fails to 
show facts from which damage to opposer can be presumed and therefore dismissal of opposition 
is affirmed. 730 


Mere misspelling of common name of product does not make it registrable. 733 


PI-Do is not registrable for pie dough, since it merely discloses common name (misspelled) 
of product. 734 


EBONITE is a generic name for hard rubber, but as applied to hard rubber bowling balls, 
it is merely descriptive. 737 


PIN-ON is unregistrable as descriptive of buttons made with pin clasps attached for pinning 
onto garments. 744 


SALAD-PAC, for canned mixed vegetables is not registrable because term indicates goods to 
be a salad pack, that is, a pack of vegetables for use in salad, and is hence incapable of dis- 
tinguishing applicant’s goods in commerce. 746 


NITEY-NIGHT is not descriptive but fanciful and suggestive and is registrable under statute 
as a valid trade-mark. 822 


UP is not descriptive of soft drinks. 852 


Applicant seeks to register SPACE SAVER for a mechanical drive apparatus for planers claim- 
ing mark has become distinctive but is opposed by manufacturer of planers on ground its 
machines are referred to as space saver machines. Since primary purpose of particular type of 
drive is saving of space SPACE SAVER is merely descriptive thereof and while descriptive terms 
may be registered if they have become distinctive of applicants’ goods the evidence does not 
support the claim of distinctiveness and therefore registration is refused. 854 
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BOOK SAVER(S) is so highly descriptive that in absence of overwhelming evidence of second- 
ary meaning, it is unregistrable term for book covers and for liquid plastic coating for protection 
of books. 859 


CONTINUOUS BALANCE is descriptive of operating principle of potentiometers, but this would 

not bar registration if public recognized term as indication of origin of goods. 970 
Where mark has acquired secondary meaning it will be protected irrespective of original 
weakness and finding of such secondary meaning by trial court was not clearly erroneous. 
1096 

DIETENE is phonetically substantially the same as “dieting”, and thus should not be ex- 
clusively appropriated. 1162 
Term TUB-KOVE is descriptive as applied to sealing strips and is not rendered valid by 
misspelling of word cove. 1196 
Petition to cancel registration of ERIE BUTTON (ERIE being disclaimed) for electrical con- 
densers on the ground that “button” and “button type” base become generic terms. 1203 


DUBBLE is not descriptive of frozen confections; examiner’s requirement of disclaimer is 
stricken. 1245 
“Panoptic”, and its phonetic equivalent PANOPTIK, when applied to bifocal and trifocal lenses 
is a descriptive term. 1324 
FLORA when used for products purchased over the counter is not descriptive or suggestive 
of a feminine hygiene preparation. ’ 1331 
READY HUNG, used descriptively for several years in connection with prefabricated windows, 
does not assume dignity of trademark merely as result of being placed on label affixed to units 
prior to shipment. 1349 


Generic Terms 


Q-TIPS is not a generic term for cotton-tipped applicators. 39 
CENTER-LIFT, as used in phrase SUPER-POWER HERCULES CENTER-LIFT, for hoists for tilting 
dump bodies, is descriptive and generic, and cannot be registered under Section 2(f) as it 
does not appear that the phrase is a trade-mark. 98 
IMAGE is generically descriptive of blank and preprinted lithographic paper plates used in 
direct-image offset duplicating machines. 591 


READY-MIXED BREADING, for dehydrated batter, is unregistrable, for it is actually the name 
of the goods. 708 


BOILER METER, as applied to meters indicating various conditions of boiler operation, is 
inherently incapable of indicating origin or functioning as a trade-mark; name is generically 
descriptive of the goods. 943 


Geographic Terms 


LONDON, for phonograph records, is primarily geographical, and is not registrable on the 
Principal Register in the absence of recourse to Section 2(f). 96 


KENT is both a geographic name and surname and its use in this country and abroad on 
other products tends to dilute the mark and lessens likelihood that public will be deceived into 
thinking that defendant’s cigarettes are manufactured by plaintiff. 153 


ONEIDA, in connection with applicant’s goods, held to have lost its primarily geographical 
significance and acquired secondary significance. 1235 


Surnames 


S. SEIDENBERG & CO’s is primarily a surname, and is not registrable. 66 


KENT is both a geographic name and surname and its use in this country and abroad on other 
products tends to dilute the mark and lessens likelihood that public will be deceived into thinking 
that defendant’s cigarettes are manufactured by plaintiff. 153 
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Laudatory Marks 


CONSISTENTLY SUPERIOR, as applied to bakery goods, is a laudatory term requiring convincing 
proof to support claim of distinctiveness. 

On basis of evidence, CONSISTENTLY SUPERIOR indicates only that goods are superior in 
quality, does not function as trade-mark, and is not registrable under section 2(f); notation 
lacking distinctiveness, is open to anyone who feels his goods are consistently superior, and 
wishes so to advise the public. 831 


Secondary Meaning Marks 


Secondary meaning is established by use of a mark by the public to identify and distinguish 
the product of a specific manufacturer or trader and not by mere public acquiescence and hence 
DUAL DRIVE is not registrable on Supplemental Register as it is so highly descriptive of a lathe 
having two drives as to be incapable of distinguishing the product. 194 


Test of application under section 2(f) is whether the evidence submitted is sufficient to 
support claim of secondary meaning or distinctiveness. Evidence shows that an ANvIL is a 
common element of stapling devices and consequently RETRACTABLE ANVIL cannot be registered 
for hand and power operated stapling machines since evidence fails to show it has become 
distinctive. 450 


Mark which has become distinctive of applicant’s goods or services has acquired secondary 
meaning, and vice versa. 594 


BOLTMAKER having acquired secondary meaning, is registrable for upsetting and heading 
machines. 


Question of secondary meaning is one of fact, not law. 597 


Where applicant seeks registration of the term CULTURE RIPENED for coffee on the Principal 
Register and claims distinctiveness through substantially exclusive use since 1926 the rejection 
by the Examiner on the grounds that the term is “generically descriptive” was error since even 
if CULTURE RIPENED is descriptive, as applied to coffee, the evidence shows that it has become 
distinctive and is therefore registrable under section 2(f). 684 


Combination of unregistrable components does not result in arbitrary mark; cases so holding 
do not bar registration of mark which has acquired secondary meaning. 
LENONET has become a distinctive mark for fabric bags made of woven paper. 694 


Distinctiveness, or secondary meaning is question of fact to be resolved from evidence. 706 


Proof of use by the opposer of the word PANOPTIK on price lists and testimony that the word 
is used more in the nature of a grade or style mark than a trade-mark without evidence of 
advertising or evidence of the volume or extent of sales held insufficient to find secondary 
meaning. 1324 


Certification Marks 


Testimony establishes that mark identified as collective mark in registration is certification 
mark within purview of 1946 Act. 
Use of same word as trade-mark and certification mark on same package is incompatible. 


982 
Collective Marks 


Testimony establishes that mark identified as collective mark in registration is certification 
mark within purview of 1946 Act. 982 


Concurrent Marks 


Where one party has registration for mark LINCOLN in which goods were specified as radio 
receiving sets of console and table model type, and another applied to register same mark for 
radios for motor cars, application for concurrent registration should be refused. Fact that parties 
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are in agreement should not affect result, since decision as requested would serve as precedent 
for parallel cases when parties are not in agreement or when applications are not styled con- 
current use applications. 

Statement by parties as to different methods of distribution of goods is of minor importance 
where goods are used by same class of purchasers, are merely different varieties of same goods, 
purchasers would be apt to acquire both varieties, and customary methods of distribution are 
employed. 203 


In concurrent use proceeding, appeal by one party necessarily determines rights of both 
parties. 686 


Service Marks 


SKILL WILL Do IT, as used in connection with metal spinning, is refused registration as a 
service mark, as it is merely an advertising phrase, and cannot be characterized as a mark used 
to identify services. 100 


Lanham Act does not specify any type of physical association that must exist between 
service and service marks. 

It is reasonably clear that drafters of service marks provisions intended protection to be 
limited to those marks which perform the same functions in the selling of services that trade- 
marks have traditionally performed in the selling of goods; thus statutory protection must be 
limited to those marks which acquire association with the service which enables them to perform 
a true trade-mark function. 170 


Use of mark WEATHERVANE in connection with golf tournaments and as a service mark is 
sufficiently supported by proof of use on entry blanks, tickets, information and score cards and 
advertising in connection with service of conducting golf tournaments in different states. 

Evidence indicates mark is used solely in connection with promotion of golf tournaments 
and is completely unrelated to manufacture and sale of clothing and any good will attaching 
to the trade mark used on the clothing as a result of the services performed under the mark, 
WEATHERVANE is remote and incidental and the mark is therefore registrable. 191 


Tests to be applied in determining registrability of service mark are twofold; is mark used 
in sale or advertising of bona fide services rendered in commerce and does the mark in fact 
identify applicant’s services. 

BE SURE WITH PURE registrable as service mark since it is used in connection with bona fide 
services rendered in commerce and is suggestive of the reliability of applicant’s services but not 
merely descriptive. 306 


Act of 1946 permits a mark being used as service mark and a trade-mark at the same time. 
Mark GREYVAN LINES used as a service mark on barrels, cartons and other containers sold for 
use in moving or rented to its moving and transfer clients not refused registration for reason 
that users of service would look upon mark as identification of moving service rather than mark 
indicating origin of cartons since applicant has proceeded in accordance with statute and affixed 
his service mark to the cartons and transports them in commerce. Mere use on some of cartons 
of words which advertises other services performed under same mark not sufficient basis for 
refusing registration. 332 


Sale of advertising space in periodical, utilizing phrase USEFUL NEWS FOR IMPORTANT PEOPLE, 
is not a service of character for which service mark can be registered. 

Commonplace statements of no distinctiveness are not registrable; phrase considered capable 
of distinguishing goods ought to have some degree of ingenuity in its phraseology or in its 
application to goods. 436 


Applicant seeks registration of CYCLOVERSION as a service mark for consultation engineering 
service but registration is refused since mark is used in advertisements to identify a process in 
conjunction with mark PERco used to identify a service. No showing of the use of the mark in 
the sale or advertising of services as required by the Act. 564 


REPRESENTING THE BUYER is registrable as service mark for general insurance brokerage. 


594 
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Use of name MARIE GIFFoRD on back of labels of applicant’s products in connection with 
recipes for hash and recipe book or in leaflets urging use of applicant’s products is not use of 
name as a service mark since it does not advertise services nor does it indicate any service to 
which service mark is applied but is primarily, if not entirely a use advertising and promoting 
sale of applicant’s foods. 

Statute cannot be construed to mean that any advertising feature which advertises goods 
can be registered as a service mark. 600 


Services rendered merely as accessory to and solely in furtherance of sale and offering for 


sale of products are not sufficient to meet the statutory concept of advertisement of a service. 
1231 


CENTRO OFICIAL DEL TABACO HABANO held merely a business or tradename and not registrable 
as a service mark since there is nothing to indicate that it is used in the sale or advertising of 
services. 1330 


Slogans 


The slogan THEY LIE FLAT, for gummed paper, is merely an informative statement which is 
practically generically descriptive, and cannot be entered on the Supplemental Register. 88 


Phrase WODEN’s BABY BORN ON WEDNESDAY is not registrable as a trade-mark, since its use 
is to distinguish dolls from similar dolls of manufacturer bearing names of other days of the 
week. It denotes the doll, rather than the source of the doll, and hence is in the nature of a 
style designation, but not of a trade-mark. 212 


It is no objection to registration on Supplemental Register that phrase is a slogan, or that 
it is a laudatory expression, if degree of distinctiveness rises above ordinary or common place. 
THE BEER WITH THE MILLION DOLLAR SMILE is registrable on Supplemental Register, since 
it does not appear that phrase is commonly used to indicate high quality, and there is some 
evidence of public recognition of slogan. 976 


Application to register on Supplemental Register the slogan THE GREAT WESTERN MARKET 
for service of handling, feeding and watering of livestock at stockyards is granted since the 
Packers and Stockyard Act was enacted under the commerce clause of the Constitution, as was 
the Trade-Mark Act of 1946, and therefore Congress has determined that the operation of 
stockyards is a matter of interstate commerce. 1120 


Packages, Labels and Configurations 


A design which is applied to footwear by adhering a label to the insole and heel portion of 
the goods becomes a part of the goods and functions as such and cannot be registered as a 
trade-mark. 68 


Section 23 permits registration as a mark on the Supplemental Register of the conformation 
of a perfume bottle, if it is capable of distinguishing applicant’s perfume, even though subject of 
an expired design patent. 336 


Package of odd conformation is as capable of distinguishing applicant’s goods as word 
mark used thereon, and is properly registrable on Supplemental Register. 


In proceeding for registration on Supplemental Register of bottle of odd conformation, con- 
sideration was given to bottle of similar shape covered by expired design patent. If design 
covered by patent was identical with present one, it would have been unpatentable by virtue of 
applicant’s earlier use; if design was not identical, then patent has no bearing on matter. 433 


Polka dot design on Swift’s cleanser label may not be registered on Principal Register on 
theory that the design is the “symbol” corresponding to the words “polka dot” which is used to 
identify its product to the public. The polka dot design is merely the background ornamentation 
of the label and admonition on label picK THE POLKA DOT PACKAGE CLEANSER indicates an intent 
on part of applicant to have public consider the design of the package as the distinguishing 
feature and hence the label should be registered on the Supplemental Register. 578 
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Applicant-patentee may not register corrugated pickle slice configuration as trade-mark 
since upon expiration of patent on special device, configuration in question will be dedicated 
to public. 836 

Question in determining whether bottle is capable of distinguishing and enterable on Supple- 
mental Register is not whether conformation of bottle is old, but whether bottle is sufficiently 
distinctive in design and shape to provide probability that purchasers would distinguish appli- 
cant’s olive oil from that of others merely by conformation of bottle. 1236 


Configuration of goods can be registered, if at all, only on Supplemental Register. 
Configuration of goods cannot be registered if primary purpose of configuration is functional. 


1340 

Color Marks 
Pale yellow coloration on inside surface of cardboard core on which tape is wound does 
not fulfill the function of a trade-mark. 83 
The disembodied two-colored background of a label is not a proper trade-mark. 93 
Colored area of wrench giving appearance of irregular red line, which is controlled by con- 
figuration of housing of wrench, is not registrable on the Principal Register. 865 


Confusingly Similar Marks 
(For easier reference this section is arranged alphabetically by trademarks). 


Determination of likelihood of confusion must be made on basis of registration sought in 
application ; testimony that another word is always used in conjunction will not be considered. 
ADMIRAL, for a hand operated insecticide and fungicidal duster, is confusingly similar to the 
same word as used by opposer on a wide variety of household appliances. 845 


AIR STRIDE, for women’s shoes, is confusingly similar to AIR/STEP, for men’s, women’s and 
children’s shoes; marks are substantially identical in meaning. 678 


AMpPco, for lubricants, is confusingly similar to Amoco, for gasoline, lubricating oils and 
greases. 1345 
Applicant’s mark on tire products, which consists of a composite of the letter “B” super- 
imposed upon a red-colored circle, with the letter “B” having three projecting tail-like elements, 
is not confusingly similar to opposer’s mark for footwear, which consists of a red-colored ball or 


disk and the notation BALL BAND. 
Pneumatic tires, inner tubes and rim liners are of a widely different character from rubber 
footwear such as boots, shoes, overshoes, gaiters, rubbers, soles and heels. 88 


BECO used for kitchen hardware held not confusingly similar to EKco used for kitchen cutlery. 
1441 


THE BILLY BOOT, together with BEST UNDER THE SON printed in relatively small letters, as used 
on shoes, is not confusingly similar to BILLyBOoy on identical goods. 92 


BONDSHIRE for shoes is not confusingly similar to BOND or BOND sTORES for men’s clothing, 
although the goods are established to be of the same descriptive character. 72 


BOOK SAVERS and design, for book covers, is confusingly similar to DELKOTE BOOK-SAVER, for 


liquid plastic coating for protection of books. 859 


Contemporaneous use of BRISK, for hair dressings, deodorants, and cologne, and BRECK’S 


and THE BRECK METHOD, for hair and scalp preparations, is not likely to result in confusion, © 
mistake or deception. 215 | 


Mark sBRITEN-zIT is confusingly similar in sound, meaning and appearance to BRITEN-ALL but | 
BRITEN-ALL is not confusingly similar to SHINE-ALL and both are merely suggestive of the nature | 


of the goods. 297 

coc, for die castings, plated die castings and the like, is not confusingly similar to c DE P, 
for copper and lead bullion, zinc and lead concentrates, flue dust, bismuth, and metal alloys; jf 
factors considered include purchase of goods of both parties by skilled buyers. 849 
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Word portion of composite marks are deemed to be features by which purchasers would 
specify products hence CAPE FEAR with lighthouse is not confusingly similar to FyrRTORNET with 
S.F.K.F. and lighthouse where both marks are used on seafood products, since they neither 
sound alike, look alike nor have a similar significance. 447 


Application to register the mark CARRIAGE TRADE as trade-mark for fruit when used in con- 
nection with pictorial representation of coach and pair is allowed even though opposed by owner 
of unregistered slogan, FIRST WITH THE CARRIAGE TRADE used in connection with dairy products 
since slogan is used in association with the silhouette of a woman pushing a baby carriage and 
confusion of source is unlikely in view of difference of goods and subordination of slogan to 
dominant use of Koontz Creamery. 713 


Mark cCE-vI-soL used on vitamin C solution is not confusingly similar to cEvITAR as used on 
vitamin C capsules. 748 


CHUCKLES. Cases cited to support argument that memory comparison only is needed to cause 
confusion in trade and damage to trademark owner deal with infringement of trademark by 
somewhat different mark used on related or competitive goods, and are applicable as precedents 
where identical mark is used on unrelated and non-competitive goods. 

Proposition that well known trade-marks are entitled to protection from unauthorized uses 
or encroachment when public is likely to assume that products emanate from same source is in 
keeping with basis theory of all trade-mark protection. It may be that some trade-marks are 
so impressed on public consciousness that any use by another of mark on any product, no matter 
how unrelated, will lead to belief that products emanate from or are in some manner connected 
with original user. 226 


Sole question is one of likelihood of confusion and it is unnecessary to dissect mark to deter- 
mine descriptiveness since the commercial impression is created by entire mark CLIME-MATIC 
used on air conditioners not confusingly similar to CLIMATROL used on furnaces and air condi- 
tioners since marks are different in sound and appearance, and significance of terms differ, and 
because in view of cost purchasers are discriminating. 333 


COoLE’s. Confusion in medicinal product trade-marks can have serious consequences for the 
public, and must be prevented. 647 


COPACABANA, for cosmetics and perfumes, is refused registration since purchasers may be 
likely to assume that it is in some way sponsored by or connected with opposer’s famous restau- 
rant bearing the same name. 987 


COPPER TAN, for sun tan preparation, is confusingly similar to coprertone for like goods. 
657 


Marks must be considered in their entireties; discussion of sound, meaning, connotation or 
appearance of elements thereof is improper. 

COROHM, for resistors, is not confusingly similar to KooLon™ for like goods. 

Purchasers and users of resistors are discerning group not likely to believe, by marks alone, 
that CorOHM and KOOLOHM resistors emanate from same manufacturer. 328 


COSMOCRATIC, for olive oil, is not confusingly similar to ARIsTocraTic, for like goods. 
ARISTOCRATIC is such a familiar word to ordinary purchaser that he will readily distinguish 
it from cosMocRATIC, which has little meaning to him. 587 


DARI-BEST, for butter, is not confusingly similar to DARIGOLD, for like goods. 982 
DEAR TO ME, for perfume and cologne, is confusingly similar to ENDEARING, for perfume, 
toilet water, bath powder, and face powder. 589 
Composite mark composed of rectangle and pEZoL is not confusingly similar to pot both 
marks being used on lubricants and motor oils since they do not look or sound alike and ot 
is widely used by oil companies in marks for oil products. 456 


DIETRIM and DIETENE, both for reducing supplements, are not confusingly similar; suffixes 
are completely dissimilar. 1161 
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Applicant seeks to register the mark DoALt for mechanical letter opener and is opposed 
by concern using term as part of its corporate name and in connection with its registrations 
covering numerous tools, files and cutters. Evidence shows opposer has used name since 1935 
on approximately 80 products and has spent large sums in advertising. Since applicant’s 
mechanical letter opener is essentially a cutting device and in view of wide distribution and 
diversity of opposer’s goods confusion of source is likely and opposition is sustained. 963 


DUCKY DUBBLE for frozen confections is not confusingly similar to DUBBLE BUBBLE for 
bubble gum. 1245 


EAT-UM-AID, for a confection, is confusingly similar to LIK-M-AaID, for like goods. 809 


ELECTRONIK. Composite marks which include representations of stars differ sufficiently to 
avoid confusion, particularly in view of goods involved (applicant, candy ; opposer, cream cheese 
and condensed milk). 977 


EMERALD LEAF—A ‘JEWEL’ FOLIAGE, for fresh cut flowers and ferns, is not confusingly similar 
to EMERALD, for lawn and grass seed. 593 


Preparation for cleaning hands and water softener and cleanser designed primarily for wall 
washing and paint cleaning are goods of such nature that if sold under same or confusingly 
similar marks, public might assume they emanated from same source. 

E-z-GO, for preparation for cleaning hands, is not confusingly similar to GREAT SEAL E-Z- 
CLEAN, for water softener and cleanser designed primarily for wall washing and.paint cleaning. 

330 


FACIALETTES for paper napkins and cleansing tissue is not confusingly similar to FACIALIN 
for paper fabric adapted for skin cleansing. 80 


To dissect marks and determine likelihood of confusion on the dissimilarities between the 
suffixes is improper. The marks must be considered in their entireties. 

FLORASOL, for a feminine hygiene preparation, is confusingly similar to FLORAQUIN, for an 
antiseptic preparation for feminine hygiene. 1331 


PEAK used for a dog food could not be confused with PEAKs for a candy bar. 1333 


Marks FLUFFY pop and FLUF-Y-PoP substantially identical when used on pop corn and, there- 
fore, registration under Section 2(f) of 1946 Act of mark FLUFFY PoP should be cancelled since 
registrant can show no advertising of goods and only extremely limited sale to support claim 
of secondary meaning and cannot claim substantially exclusive use of mark for five years 
preceding application. 

Damage from Principal Register registration will be presumed where marks are substantially 
identical and goods are the same. 321 


FORBIDDEN LOVE is confusingly similar to LE FRUIT DEFENDU since it is the English equivalent 
of the French term, they are practically identical in connotation and the products involved 
include perfume, in connection with which suggestive marks are commonly used. 716 


FORTILAC not confusingly similar to BREADLAC, STARLAC, PARLAC or AKRELAC but FORTILAC 
is confusingly similar to PROTOLAC since any doubt must be resolved in favor of opposer. 319 


FUTURO for apparel is confusingly similar to FuTURA for similar goods. 646 


GAR-DEN-MIX, for canned mixed vegetables, is not confusingly similar to GARDEN, and picture 
of house and garden, for canned vegetables and other food products. 745 


Applicant seeks registration of GLEN-MoRE for men’s and boys’ suits and is opposed by owner 
of registration of mark GLENMORE for cotton piece goods but since it appears that applicant’s use 
stemmed from 1930 registration issued to Hall-Tate Clothing Co. which registration was sub- 
sequently assigned to applicant upon its incorporation, together with the good will associated 
with the business and which expired 1950, and has purchased goods from opposer and opposer 
has never objected to use of term on goods or as part of applicant’s corporate name hence in 
the absence of actual evidence of confusion presumption is created that confusion is not likely. 

1197 
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GLIDER used for knitwear held not confusingly similar to TRU VAL GLIDER used for business 
shirts. 1461 


Label of GoLDEN west for liquor is distinctly different than that of GoLDEN WEDDING label 
for same goods yet registration of GOLDEN WEsT is refused since it is common knowledge that 
whiskey is sold by the drink over bar in noisy taverns and GOLDEN wEsT might be confused for 
GOLDEN WEDDING; and any doubts should be resolved in favor of senior user. 317 


The term GOTHAM DATE-0-MATIC for watches is not confusingly similar to registrations of 
DATE-O-GRAPH and SELF-0-MATIC for same goods since the marks must be considered as a whole 
and compared individually, rather than a comparison of applicant’s mark with a combination 
of registrant’s marks where there is no evidence that registrant’s marks are so used in 
combination. 557 


HAPPY DEBS, for children’s and misses’ shoes is not confusingly similar to HONEYDEBS, for 
women’s and children’s shoes. 864 


HEXADOW for insecticide is not confusingly similar to HEX, HEX CIDE, or HEXIT for chemical 
products. 

HEX is not sufficiently arbitrary to be entitled to protection under the “Family of Marks” 
doctrine. 76 


HI-Top confusingly similar to HI-SPoT since sound and appearance are so close as to be 
indistinguishable and products are inexpensive and casually purchased by all age groups. 552 


Considerations peculiar to determination of confusion between drug marks include manner 
of sale of products, potency and intended uses. 

Degree of dissimilarity required is lessened when products move through different channels, 
such as a drug sold to public generally and drugs available only by prescription. 

HISTAPRO, for anti-histamine tablets is not confusingly similar to HISTAPON, for injections of 
histamine phosphate. 704 


HOLLY and holly leaf design, for ladies’ stockings, is not confusingly similar to HOLLYWoopD 
and holly branch design, HOLLYWooD HOSE, and HOLLYWOOD HOSE MONOTOP WITH LACE EDGE, 
for hosiery. 1233 


HOM-ART, for prepared dry mixes for baking rolls, is confusingly similar to HOMAR, for 
potato pancake mix. 585 


HOTOMATIC, OIL-O-MATIC. While the Trade Mark Act of 1946 does not require as a condition 
precedent to a finding of confusing similarity that the products of the parties possess the same 
descriptive properties, such a finding is manifestly a major factor in determining that issue. 

Automatic gas water heaters, liquid fuel burning devices, and automatic electrically con- 
trolled and operated fuel heating systems are not identical but are somewhat related and fall 
within the same general class of heating apparatus. 

HOTOMATIC for automatic gas water heaters is not confusingly similar to o1L-o-matic for 
light fuel burning devices and automatic electrically controlled and operated fuel heating 
systems. 53 


Confusion is ineyitable between INTERCONTINENTAL for tractors and farm implements and 
CONTINENTAL for internal combustion engines particularly under circumstances where CONTI- 
NENTAL replacement parts might be used for CONTINENTAL motor in INTERCONTINENTAL tractors 
and farm implements. 1221 


Application to register JOANNA for blouses refused in view of registration for JoANNA for 
fabrics since public would be likely to think they emanated from same source. However, JOANNA 
is clearly distinguishable from JULIANA lingerie in sound and appearance and would not be 
barred by that registration. 551 


JOHNNIE WALKER, for shoes, is not confusingly similar to the same mark as used for 
whiskey. 961 


JOHNNIE WALKER for cigars is confusingly similar to same trademark as used for whisky; 
such usage on cigars is likely to create erroneous impression that cigars are made by, sponsored 
by, or connected in some way in trade with manufacturer of JOHNNIE WALKER whisky. 1102 
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Applicants seek to register JOYEUSE NUIT as a trade-mark for perfumes and opposition is 
based on marks La JorE de JEAN PATOU and joy de JEAN PATOU for same goods. While applicants 
mark does completely appropriate the word Joy used by opposer the over all effect is such that 
there is little likelihood of confusion. 750 


KLEEN-TEX used for sterilized wiping cloths confusingly similar to KLEENEX used for various 
paper articles. 1444 


A gray hair color restorer and a preparation for reconditioning and dyeing hair are products 
which might be assumed by the average purchaser to emanate from the same source. 


KOLESTONE, for a preparation for reconditioning and dyeing hair, is not confusingly similar 
to COLORATONE, used for a gray hair color restorer. 1328 


LANO in LANOPLUS, is suggestive of lanolin content of applicant’s soap; LANA, standing alone 
is not suggestive of lanolin content of opposer’s cosmetic cream. Consequently, LANOPLUS is not 
likely to lead public to believe that applicant’s soap originates with opposer. 967 


Where opposer previously agreed to use by applicant of mark LAN-0-SHEEN on ground it 
was not confusingly similar to opposers mark LANA OIL and LANA and withdrew opposition it 
cannot now contend it will be damaged by use by applicant of LAN-o-sort even though LAN-O- is 
the dominant portion of both marks. 

Mark LAN-o-sort for cleaning powder not likely to lead purchasers to believe it emanates 
from same source as LANA cosmetic cream and LANA OIL toilet soap in view of wide use of lanolin 
as ingredients in cosmetic creams and soaps and since products are marketed for different uses. 


300 


Applicant seeks to register LENASORB as a mark for an analgesic and narcotic for intra- 
muscular use for relief of pain and is opposed by EsorB used as mark for medicinal vitamin E 
preparation. The marks are held not to be confusingly similar since the LENA in applicants mark 
is not obviously descriptive, the goods are different and the appearance of the marks when 
considered in their entireties is not confusingly similar. 751 


LIPOFAX, for vitamin product indicated for use in management of atherosclerosis and for 
hypotonia, is not confusingly similar to sKEETOFAX, for mosquito repellant, Bororax, for borated 
ointment, TANNAFAX, for tannic acid ointment, CAROFAX, for burn ointment, MENTHOFAX, for 
ointment for muscular pains, and TImMorax, for fungicidal preparation. 741 


LITTLE LADY, for leather, imitation leather, fabric and plastic handbags for children and 
girls, is not confusingly similar to same mark as used for toilet water, hand lotion, bubble bath, 
dusting powder and lipstick pomade. 843 


Where applicant seeks to register LONE RIDER in script formed by lasso for cowboy suits 
and is opposed by owner of registration for THE LONE RANGER for periodicals and cartoons, and 
the record indicates that applicant was a former licensee of the mark THE LONE RANGER which 
it used on or in connection with its manufacture and sale of cowboy suits from 1938 to 1946, 
its adoption of the mark in question was not innocent and irrespective of whether the goods are 
of the same descriptive properties the applicant may not be heard to deny that opposer has 
rights in its trade mark THE LONE RANGER and registration of the mark LONE RIDER is refused as 
likely to cause confusion or mistake in the minds of the public. 574 


LuREX. It is highly unlikely that public will be confused by use of same mark on comminuted 
vegetable substance admixed as an attractant with a rodenticide and a yard and thread having 
a metallic appearance. 735 


Use of MAJESTIC RESTAURANT and MAJESTIC GRILLE for nearby restaurant is confusingly 
similar. 1156 


Use of mark MANNA for formula feeds not confusingly similar to MANAMAR as used on 
identical goods since commercial impression of a mark is created by whole mark and not by 
dissecting single word mark into arbitrary components; MANNA has well-known connotation 
while MAN Amar has no such significance nor do they look or sound alike. 449 
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MEL -0- Pops for hard candy on a stick is not confusingly similar to MEL-o-porp for popcorn 
seasoning; although theatre concessionaires purchase both products, former is likely to retain 
its identity until it reaches ultimate consumer while latter is likely to lose its identity in end 
product; under such circumstances, likelihood of confusion is minimal. 1346 


MID-SEA (SEA disclaimed), for canned fish and canned shellfish, is confusingly similar to 
MID OCEAN, for canned salmon. 989 


Similarity in sound of names of goods becomes an increasingly important consideration in 
decision of cases of confusion, with growing emphasis on radio and television advertising. 

Similarity of sound alone is sufficient to conclude that MIGHTY MITE, for a variety of chil- 
dren’s garments, is confusingly similar to NITEY NITE, for children’s sleeping garments. 326 


Application to register on Supplemental Register, MoRE POWER TO You and design of human 
hand clenched about two electrical flashes refused as being confusingly similar to design mark 
of human hand clenched around four flashes for alarm systems and phrase MORE POWER TO YOU 
is insufficient to prevent confusion in view of almost identical impression created by the design 
feature, the nature of the goods and possibility that phrase might suggest common origin. 304 


NAF-SOL, for dye components, is confusingly similar to NAPTHOSOL, for like goods. 
NAF-SOL, for dye components, is not confusingly similar to same mark with associated phrase 
“makes any soap a naphtha soap,” for washing and cleaning preparations. 580 


NEOCHOLAN, for a hydrocholeratic antispasmodic pharmaceutical preparation, is not con- 
fusingly similar to CHOLAN. DH, CHOLAN. HMB, Or CHOLANOR, for dehydrocholic acid prepara- 
tions; factors considered include (1) products may be dispensed only by physician, or on his 
order; and (2) CHOLAN standing alone has little trade-mark significance, to physicians. 851 


NUPRIN, for tablet for relief of muscular aches and pains and discomforts associated with 
the common cold, is not confusingly similar to EmPIRIN, for like goods; consideration is given 
to fact that aspirin is ingredient in opposer’s compound and evident source of syllables “pirin” 
in opposer’s mark. 743 


ONLY-WUN for detergents used in automatic washing machines is not confusingly similar 
to won for a detergent. 457 


ORTHOTONIC for mattresses and bed springs is not confusingly similar to ORTHOFLEX for 
mattresses, bed springs, mattress pads, pillow cushions, studio couches and day-beds. 1246 


PA-CON for paints and enamels, is confusingly similar to Paco, for a variety of solvents. 1229 


Mark PARADE OF SWEETs for candy not confusingly similar to BIG PARADE for same goods 
since marks are different in sound, appearance and significance and marks are not dominated 
by word PARADE where unitary mark BIG PARADE has well known and familiar connotation. 
Marks must be considered as a whole since dissection destroys the recognized significance of 
the mark as a whole. 335 


Applicant seeks to register the word pat for a beard softner and is opposed by owner of 
composite mark registration PRINCES PAT for toilet waters, powders and lotions but since appli- 
cant’s goods are designated solely as a beard softening agent and opposer's goods are primarily 
intended for women, the essential characteristics of the products are sufficiently different to 
make likelihood of confusion unlikely. 1112 


THE PAUL BUNYAN for men’s and boy’s work shirts, wool and part wool shirts, and suede 
shirts is confusingly similar to a corresponding mark used for leather logger shoes. 83 


Registrability of mark composed of first name and surname extremely doubtful in absence 
of proof of distinctiveness since registration of mark unregistrable under section 2(e) should 
be granted only after convincing evidence is submitted under section 2(f) and for these reasons 
PAULA DEAN ORIGINALS is refused registration. Testimony of trade witnesses offered by opposer 
that in their opinion the purchasing public would be confused between opposer’s and applicant’s 
marks is opinion evidence not entitled to any weight but further testimony that they would 
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curtail advertising of PAULA BROOKS ORIGINAL or give up line if competitors commenced handling 
and advertising of PAULA DEAN ORIGINALS goes directly to question of damage and is entitled 
to consideration. 314 


PEAK used for a dog food could not be confused with peAKs for a candy bar. 1333 


PENOPTIC for welding goggle and welding helmet lenses held not likely to be confused with 
PANOPTIK used for prescription lenses because of the nature of distribution. 1324 


PLEXITRON, for medicines and pharmaceutical preparations, is confusingly similar to 
LEXTRON for like goods. 

Fact that suffix “tron” may be common to many pharmaceutical trade-marks is unimportant, 
if the marks as a whole are likely to result in confusion, deception, or mistake. 

Likelihood of confusion as to source is not negative by differences in trade channels 
through which the respective products pass where both are categorized as medicines and 
pharmaceutical preparations which presumably are known to physicians and hospital staffs 104 


POROPLAST, for adhesive tape and bandages, is not confusingly similar to PporoceL for 
hydrophobic sheet material. 973 


RAILBIRD, for men’s hats, is not confusingly similar to GAME BIRD, for men’s and women’s 
hats. 680 


Where registration of RAYOsToRM for raincoats is sought and registration is opposed by 
owner of the registered mark SUNENSTORM, applicant’s contention that opposer’s licensing of 
mark invalidates its registration and constitutes an abandonment of its rights cannot be sus- 
tained and registration of the mark RAYOsTORM will be permitted since they are not similar 
in appearance, sound or significance. 570 


Applicant seeks to register composite mark comprising a large red circle within which 
appears a large red dot and the words RED por in black script in upper portion of mark as a 
mark for cheese. Opposer is owner of composite mark with the word RED above the word pot 
against a solid circular background which mark is used in connection with potato chips. Since 
it is no longer necessary to establish that the goods possess the same descriptive properties 
the only question is whether the applicant's mark when used on cheese, is likely to cause 
purchasers to believe that the cheese is another product in the “line” of the producer of the 
potato chips. No evidence is produced to show such likelihood of confusion and since, while 
products are sold in same stores they are kept in different sections and appearance of packages 
is different likelihood of confusion is not deemed likely and application is granted. 964 


RING IN and design for a chemical cleaner for treating chambers of internal combustion 
engines is not likely to be confused with RING-FREE, used for motor oil and lubricants. 1326 


RODASAN is confusingly similar to RoTOSAN where both marks are used in connection with 
germicidal preparaticns since marks must be considered in their entireties and when so judged 


are similar in appearance and sound. 
Allegation that registrant’s mark is not in fact in use in the United States may be con- 


sidered only in a proceeding to cancel the registration. 556 


ROTOMIST, for various agricultural machines, is not confusingly similar to HUDSON MISTY 
Or HUDSON ROTO-POWER for similar goods. 979 


In decision involving trade-marks used on soft drinks, court allows for factors of small 
price, types of purchasers, and places of sale. 

Test of confusing similarity is not analytical difference between marks of two competing 
products when placed in juxtaposition, but whether a sensory difference will be recognized 
by ordinary purchaser when he does not have opportunity for comparison. 

ROYAL PUNCH, for soft drinks and concentrates, is not confusingly similar to ROYAL CROWN, 


for like goods. 497 
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Test of confusing similarity applied is whether an average buyer is unable to distinguish 
defendant’s name of mark from his recollection of plaintiff’s mark. 


ROYAL PUNCH, for soft drinks is not confusingly similar to ROYAL CROWN, for like goods. 
1160 


RU’NEL for nail polish remover is not confusingly similar to rtmMeL for large line of 
cosmetic products which does not include nail polish remover. 1248 


Cancellation of registration of sAFELON, for synthetic plastic sheet material for frozen 
food bags, in view of prior registration of sor_in for cleaning tissues, is refused since marks 
lack similarity of appearance, sound or significance. 568 


Marks must be considered in their entireties, including disclaimed matter. 
SALAD QUEEN, for fresh vegetables, is confusingly similar to KING SALAD for fresh avocados. 
702 


Where petitioner seeks cancellation of the mark scoTcH BLEND on the Supplemental 
Register based on its registrations of scoTCH MIST and scorcHMoOorRsS and registrant relies, 
under Rule 282 on other registrations in Patent Office containing scoTcH as a part thereof, 
cancellation is denied since when the marks are considered.in their entireties likelihood of 
confusion, mistake or deception of purchasers is unlikely. 576 


Mark consisting of sHALOM and subordinate design, for wine, is confusingly similar to 
sHOLOM, for like goods. 324 


SHIRTMAKER, as used in connection with the sale and advertising of women’s clothing, is 
confusingly similar to SHIRTMAKER and SHIRTMAKER FROCK, as used on similar goods. 1187 


sHortstop. Applicant’s rights are not effected by classification of goods for registration 
purposes since such classifications are designed for administrative conveniences. 302 


SNAP UP, for soft drinks, is confusingly similar to 7 up, for like goods. 852 
SNOOKIES, for cookies is not confusingly similar to sNICKERS, for candy bars. 860 


SOCIETY BRAND for men’s and women’s jewelry is confusingly similar to same mark as used 
for men’s, boys’ and children’s clothing; considering vast sums spent in creating impression of 
mark upon public consciousness and common practice in selling jewelry and clothing in same 
stores, public is likely to assume that jewelry items bearing mark emanate from same source 
as apparel ; use of replica of well-known mark falsely suggests connection between parties. 1252 


SONOFLUX, used for a vibro magnetic inspection instrument to detect flaws in ferro-mag- 
netic material, held not confusingly similar to MAGNAFLUX, used for a metallic comminuted 
para-magnetic material for use in locating defects in magnetic bodies; or sonizon, used for 
apparatus for measuring wall thickness by means of ultrasonics. 1446 


SPLURGE, for soft drinks, is not confusingly similar to squirt, for similar goods. 834 


SPORT STRIDE, for women’s and girls’ shoes, is confusingly similar to sport WALKs, for shoes 
and slippers of leather or kid. 221 


SPRINGFOAM for sponge rubber sheets and pads is confusingly similar to sprincstep for felt 
carpet pads and underlining in view of opposer’s long and extensive use of SPRINGSTEP and evi- 
dence that it is a mark recognized by public as an indication of origin. Since foam rubber is a 
comparatively new product public familiar with spriINGsTeP is likely to believe sPRINGFOAM is 
opposer’s trade-mark for a new type of underlay. sprING is suggestive of characteristics of the 
products but it does not describe them but is a conspicuous portion of each mark and may 
not be disregarded as being per se “incapable of identifying such goods as to source.” 566 


STANE written in a fancy script, for soaps is not confusingly similar to STANLEY’s or 
STANOX in block letters when used on identical products. 714 
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Representation of five-pointed star, and sTAR BRAND. Composite marks which include repre- 
sentations of stars differ sufficiently to avoid confusion, particularly in view of goods involved 
(applicant, candy ; opposer, cream cheese and condensed milk). 977 


STARTGROLAY, for poultry feed, is not confusingly similar to Lay-AN-GRow for like goods. 63 


STEEL IS UNIVERSAL, for steel shapes, is not confusingly similar to UNIVERSAL, for metal 
box strapping and hacksaw blades. 1345 


Where applicant seeks to register str1pP as trademark for color and dye remover for human 
hair and is opposed by registrant of zrp for hair-eradicator, corn remedy, razors and pharma- 
ceutical preparation for treatment of skin fungi, the action of the Examiner is affirmed in dis- 
missing the opposition since neither the goods nor the marks are the same and it is deemed 
unlikely that confusion of source will result and for the further reason that stripP is merely the 
misspelling of str1p which has a common meaning in trade to indicate the function of removing 
dye from hair hence stripp is not registerable. 1198 


SUEDESTAR, for men’s, women’s and children’s jackets, coats and vests, is confusingly 
similar to NORTH sTAR, for woolen blankets, fabrics, robes, piece goods (including those known 
as SUEDES) and men’s, women’s and children’s wearing apparel. 210 


suN-c, for fresh grapefruit held not confusingly similar to suNNy, used for processed foods 
including canned fruits. 1453 


In determining likelihood of confusion, Patent Office should consider fact that word involved 
is in rather common usage as a trade-mark for a number of food products, and that each 
manufacturer using word uses it in a limited field. 


SUNSHINE, for cattle, hog and poultry feeds, is not likely to be confused with SUNSHINE, 
for wheat flour, particularly where products have been produced and sold in same area for 
sixteen years without confusion. 


SUNSHINE, for cattle, hog and poultry feed, is confusingly similar to suNSHINE MINERALS, 
with latter word disclaimed, for mineral compound used with animal and poultry feeds. 208 


suNvIs, for lubricating oils, is not confusingly similar to uNtvis, for like goods. 942 


SURETY-FOLD for billfolds is not confusingly similar to SURETY for underwear, hair-net, 
hosiery, mattresses, men’s hats, sheets, pillow cases, table linens and razor blades, nor to 
SURETY SHORT-KNITS for underwear, nor to SURETY-SIX for shoes. 1237 


Where marks do not look or sound alike and only have slight similarity of significance 
registration will be permitted. suRF ’n SAND is not confusingly similar to sHIP ’N SHORE. 462 


SYNCHRONAR, for synchronized photographic flash bulb equipment, is confusingly similar to 
SYNCHROMATIC, for photographic shutters. 682 


Mark tepco used on vitreous porcelain bathroom fixtures is confusingly similar to TEPECO 
superimposed on a star within two concentric circles as used on similar goods since in view of 
similarity of marks and identity of goods confusion would be likely. 731 


THE TEXAN used for toy holster held not confusingly similar to TEXAS RANGER used on leather 
goods including real holsters, however, marks would be confusingly similar if applied to the 
same goods. 1437 


Since TINTO RAPID and TINTAIR do not look or sound alike nor have same significance 
deception, confusion or mistake of purchasers not likely and applicant is entitled to registration 
of TINTAIR. 454 


Although contested marks should not be judicially dissected, similarities in significance, 
sound and appearance cannot be overlooked as they provide a rational foundation for judging 
general subjective impression made by marks upon public. 

Composite mark dominated by TRIM-A-SEAL, for storm windows, screens and doors, is con- 
fusingly similar to TRIM-SET, for metal windows, frames and doors; assuming TRIM is descrip- 
tive, SEAL and sET are not sufficiently dissimilar to avoid confusion. 543 
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TRINAVAC used for a vaccine is not likely to be confused with TRINIDEX used for a vitamin 
B-complex solution since both products are sold to and administered by expert persons and not 
sold to the average, ordinary and unwary purchaser. 1329 


Where applicant seeks registration of TRI-suRE for water pumping systems and is opposed 
by owner of registered mark TRI-suRE for closure caps, plugs and sealing equipment the goods 
are sufficiently different to make confusion, mistake or deception unlikely. 1121 


Where plaintiff manufactures and sells a cove sealing strip for bathtubs under the name 
TUB-KOVE registered on the Supplemental Register and packaged in a carton with a particular 
design and defendant subsequently sells a similar product under the name TUB COVE in a carton 
incorporating many features of plaintiff’s carton including identical paragraphs of the instructions 
with a similar pictorial representation of a cross section view of cove installed which does not 
accurately portray cove made by defendant, the defendant will be enjoined from its trademark 
infringement and unfair competition. 1095 


TURBO FLUSH, for automobile radiator solvent, is not confusingly similar to SANI-FLUSH, for 
radiator and toilet bowl cleaning compound. 1200 


TURKS for candy is confusingly similar to a composite mark for like goods consisting of 
TURKISH CHEWING TAFFY, the surname BONOMo’s, and four characters in Turkish costume. 74 


Where applicant seeks to register TWEEZ-EEz for toilet tweezers and is opposed by registra- 
tion of KURLASH TWEEZETTE for tweezers, TWEEZ EASE for cosmetic preparations for eyebrows, 
twissors for tweezers and prior use of TWEEZETT for tweezers and pleads in answer affirmative 
defense of laches, acquiescence and estoppel, unclean hands and counterclaims for cancellation of 
KURLASH TWEEZETTE and TWEEZ EASE the record indicates a prima facie showing of abandonment 
of these marks and since no rebuttal testimony was taken they are deemed abandoned. 

TWEEZ-EEZ not confusingly similar to TwiIssors since they do not sound or look alike nor 


are they similar in significance. 561 
In determining question of confusing similarity between TWINN-JAC and THERMO-JAC, Patent 
Office is not concerned with term jAc standing alone; precise meaning of yAc does not have 
much bearing on determination. 
TWINN-JAC for knitted sweaters, is not confusingly similar to THERMO-JAC, for outer gar- 
ments of jacket type. 700 


Applicant sought registration of URBAN-SUBURBAN CLASsIcs (classics disclaimed) for 
women’s shoes and was refused registration by Examiner in view of registration for URBANITES, 
HOBNAIL URBANITES and TWEEDIES SUBURBAN for shoes but Examiner is reversed and registra- 
tion permitted since marks when considered in their entireties are not likely to be confused. 572 


Applicant seeks registration of WEATHERCREST for clothing and is opposed by owner of reg- 
istrations of WEATHERVANE, WEATHERVANE GOLFER for piece goods and skirts, jackets and hats 
respectively but action of Examiner in dismissing opposition is affirmed since the words neither 
look nor sound sufficiently alike to warrant finding of likelihood of confusion. 1123 


Average purchaser seeing WHITE ROSE syrup would assume it came from same source as 
opposer’s 350 other grocery items bearing same mark. 1240 


WINDEZE confusingly similar to BREEZIES since both suggest controlled air currents and 
public is apt to believe that they emanate from same source. 310 


WINGWAX used on wax is confusingly sirilar to MINWAX used on substantially identical 
goods but leave is granted applicant to amend drawing of mark sought to be registered to include 
outstretched wings surrounding mark WINGWAX as now used on applicant’s label, which would 
eliminate possibility of confusion. 603 


WODEN’S BABY BORN ON WEDNESDAY, with BasBy disclaimed, as applied to dolls and dolls’ 
clothes, is not confusingly similar to WEDNESDAY’s CHILD, for identical goods. 212 
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Neither wonpra, for shampoo and cosmetic cream, nor WANDA, for soap, is likely to cause 
confusion with WONDER CREME, for cosmetic cream. 747 
WOODALL, GOODALL. Wearing apparel and piece goods are “goods of the same descriptive 
properties”. 712 
No confusing similarity between composite mark SAVAGE and smaller YARD CHIEF super- 
imposed on head of Indian Chief and yArD-MAN for lawn mowers since the words differ in 
significance and sound and Yarp is not dominant portion of the sAVAGE mark. 322 


It is unlikely that average purchaser would believe, from marks alone, that same company 
made ZEET athlete’s foot preparations as made NEET toilet preparations. 

Average purchaser might be led, by close similarity of zeet, for athlete’s foot preparation, 
and HEET, for liniment, to believe that both products emanate from same source. Doubt must 
be resolved in favor of first user. 213 

Where applicant seeks registration of zuRABOND for diamond abrasive wheels ‘and is opposed 
by owner of DURABONDED for coated abrasives which goods have been extensively advertised and 
sold, and where applicant formerly made coated abrasives and diamond grinding wheels and the 
goods are used for the same general purpose and sold to the same trade confusion of source is 
likely. 1191 


Related Company Use 


Applicant relies on use by related companies and merely alleges control by applicant. 
Act of 1946 permits use of trade-mark by other than owner where goods are produced under 
his direction and control and this proviso includes service marks but in both instances control 
must be more than paper control. Applicant should be required to submit proof showing 
method and extent of control exercised. 306 

Where control over nature and quality of goods is in hands not of applicant but of third 
party, applicant and third party are not related companies within meaning of 1946 Act, and any 
use of mark by third party does not inure to benefit of applicant. 836 

Applicant seeks registration of term GIGGLE-pooL for game and is opposed by owner of 
registration for same mark for same game, it appearing that registrant, the owner of the 
game contracted with manufacturer to manufacture game and split profits and manufacturer 
agreed to employ person recommended by owner to promote sales; applicant did not object 
to owner obtaining copyright and applicant was, in effect a “related company” within the 
meaning of the statute since the registrant controlled the nature and quality of the goods 
and therefore, under these circumstances applicant acquired no rights during the period of the 
relationship and the use of the mark in connection with the game inured to the benefit of 
registrant but since the evidence shows that neither applicant nor registrant was using mark 
GIGGLE-POOL on a game on March 1, 1949, date of first use claimed by both parties and regis- 
trant made no disclosure of use by a related company as required by Rule 7.8 the applicant is 
not entitled to the registration and registration of the owner is cancelled. 1193 

Applicant, in application, made standard averments that it was using mark and that it 
believed no other person had right to use mark; facts were that applicant’s licensee, and not 
applicant, was using mark; withholding of such information is material, and registration is 
cancelled. 1349 


TITLE 
In General 
Owner of ice cream business consisting of two plants had legal right to sell one plant 
together with its business and right to use mark on goods made at that plant and the respective 
rights of the parties with regards to the trade-marks may be governed or restricted by con- 


tract between the parties. 
Good will is not susceptible of being owned and disposed of separately from the property 
rights to which it is incident. 
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Deen ee 


Seller of business and its good will is under implied obligation to refrain from impairing 
the advantages and benefits acquired by purchaser but in absence of agreement not to compete 
vendor of the business and good will is not precluded from engaging in a similar business so 
long as he does not interfere with the purchaser’s enjoyment of the premises or engage in 
unfair competition. 

Agreement to use mark only in territory formerly served by plant acquired by purchaser 
may not be enforced by seller as agreement was not in writing, restriction of territory tended 
to stifle competition and was unnecessary to afford fair protection to seller and further con- 
stituted an unreasonable restrictive agreement. 180 

Where public looks to registrant as source of goods he has acquired exclusive right to 
mark even as against petitioner who originally made goods for registrant but who fails to estab- 
lish ownership. Contention that registrant is not entitled to exclusive right to mark is not 
valid since use by different parties would destroy function of trade-mark which is to indicate 
goods of one manufacturer as distinguished from others. 199 


Question of whether name for patented article passes to the public in the expiration of the 
patent depends on whether the public considers it as a generic term or identifies it with the 
source of the product, in which latter event it may be protected; where the product may only 
be obtained by prescription the generic term is of no concern to purchaser and mark, by reason 
of advertising may indicate source to physicians and druggists and such finding is supported 
by the evidence and not clearly erroneous. 274 


Members of trade union or other unincorporated association have joint right in its 
trade-mark. 636 


Claim of rights under prior registration is without merit in view of assignments in 
gross. 733 


Title in trade-mark is not created by authorship or inventorship, and likewise ownership of 
any other type of mark claimed to distinguish is not dependent upon these factors. 836 


Where there was neither business in goods bearing mark nor good will, products, labels 
or inventions, there was nothing which could legitimately be transferred. 861 


Importer of trademarked articles did not acquire rights in mark used by foreign manu- 
facturer to identify its goods merely by importing and selling articles in this country; whatever 
rights were acquired in marks in this country were acquired by foreign company which made 
goods, marked them and shipped them for sale in the United States. 1223 


Exclusive American distributor does not acquire rights in French manufacturer’s trade- 
mark merely through importation and sale of goods bearing mark. 1248 


Use of mark in selling goods of corporation or partnership, in absence of retention of 
rights in individual officer, is held to inure to benefit of corporation or partnership. 1252 
Abandonment 


So long as ACADEMY AWARD means to public award of achievement granted by petitioner, 
and so long as petitioner continues to use term to identify its award, it is not abandoned. 439 


Where petitioner seeks to cancel registration of wizarp for insecticide sprayers issued 
May 11, 1937 by reason of its prior use of mark for unitary electric sprayers for insecticides, 
proof by petitioner that mark was used in its catalogues for years 1928-1930 establishes at least 
use analogous to trade-mark use for those years for hand sprayer but testimony that mark was 
applied to electric sprayers “during the 1930’s” is clearly insufficient evidence that petitioner 
was using mark as a trade-mark at the time respondent filed its application. 558 


Non-use of mark during war years might be explained and excused under section 8 of 
Act of 1946 when question of abandonment is raised. 688 


Evidence submitted by petitioner was of negative character and insufficient to establish 
non use and abandonment. 716 
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Substitution of LANA SUPERFATTED for original trade-mark LANA oIL is abandonment of 
integral portion of mark; registration should be cancelled. 967 


Oral statements-of lack of intention to abandon are of little avail in view of 15 years non- 
use and cannot constitute proper subject of assignment. 

Since evidence shows that the assignment in December 1948 was subsequent to the expira- 
tion of the registration in May 1948. Carew registration does not aid applicant. 1115 


Foreign registrant, having obtained registration, is subject to same conditions which pre- 
vail in connection with registrations issued to American citizens, including possibility that 
trademark may become abandoned as a result of non-use after issuance of registration. 1216 


Assignments 


Although opposer was assigned mark and good will of business in 1927 he is not in position 
to oppose since registration expired in 1945 and opposer, as employee, has compounded product 
for another company which bottles and sells to a third which transfers product to a fourth 
which labels and sells it to trade. Since opposer neither makes nor sells TINTO RAPID he 
cannot contest applicant’s right to register. 454 


Purported assignee does not acquire ownership of trade-mark in case where owner of 
business using mark for its product assigned right, title and interest in mark, and good will 
to another, with assignor continuing to conduct same business using same mark for same 
product, and assignee never selling product and never using mark. 836 


Applicant seeks to register the mark KENMORE as a trademark for “writing, typewriting 
and printing paper” and interference is based on 1937 registration of KENMORE for several kinds 
of cardboard, Bristolboard, gummed paper and cloth lined paper. Applicant presented evidence 
of use of mark prior to Elish & Co. registration date which proof is not contested and attempts 
to show still earlier use of mark than shown by Elish based on use by Carew Mfg. Co. and 
assignment to applicant. Carew used mark since early 1900’s until early 1930’s and did not 
use mark thereafter. _ 1115 


Licenses 


Where golfer Tommy Armour conveyed to sporting goods manufacturer right to use his 
name on equipment for 5 years with right to renewal in manufacturer for same term the con- 
tract was a limited one and transaction cannot be deemed a sale since something less than 
whole was transferred and therefore payments made by manufacturer constitute ordinary 
income to Armour rather than capital gains and subsequent contract giving exclusive right 
to use name as a trademark “from this date forth” did not change license to sale since the clause 
did not transfer rights in perpetuity as the duration of the contract was still restricted to 
the original term. 928 


Defendant used plaintiffs trade-mark with its consent only so long as it sold its products; 
when this stopped, right to use mark came to an end; defendant acquired no adverse property 
rights in mark. 945 


II. REGISTRATION PROCEDURE 
APPLICATION 


Affidavits filed by shoe salesmen and shoe store owners which purport to establish that 
applicant’s goods are identified by design are not sufficient to show that it has trade-mark 
significance since the affiants are not representative of the purchasing public. 68 


Specimens filed of advertisements showing that THE BILLY BOOT, BEST UNDER THE SON shoe 
are manufactured by applicant do not indicate trade-mark use in connection with the goods, 
and consequently necessitate rejection of the application. . 92 


Advertising leaflets submitted with application are not specimens of the mark as actually 
used on the goods, as required under Section 1(a) (3) of the Act of 1946 and Rule 10.1. 98 
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Showing which pertains to recognition of mark by public and success of applicant in obtain- 
ing court decrees in its favor is relevant to consideration of whether mark is capable of 
distinguishing applicant’s goods, with relation to Supplemental Register. 102 

Examiner’s requirement of a classification amendment from class 40 to class 44 is affirmed. 
Under the language of Section 30 of Act of 1946, shift in classification neither broadens nor 
narrows applicant’s rights. 105 

Prior use by party is stipulated in application for concurrent use registrations. After 
refusal of application, it can still be regarded as an ordinary application for registration. 203 

Patent Office is not concerned whether goods are of same descriptive properties or whether 
they fall within same Patent Office classification, but rather whether applicant’s mark as 
applied to its goods so resembles registered mark as applied to pertinent goods as to be likely 
to cause confusion or mistake or to deceive purchasers. 


Patent Office is not authorized to apply any equitable principles in ex parte cases. 208 


Question of distinctiveness under section 2(f) is one of fact. Mark may become dis- 
tinctive within time period shorter than five years, or it may never achieve distinctiveness, no 
matter how long used. 219 


Whether package (bottle) is capable of distinguishing applicant’s goods is question of 





















fact. 
Applicant’s use of unique bottle for sixty years leads to conclusion that it is capable of 
distinguishing product of applicant, and probably does so. 433 
Application for registration should describe goods by common descriptive name, not by 
technical terms used in patent applications. 970 
Shipment of samples not intended for resale did not constitute trade-mark use; applica- 
tion for registration based thereon is denied. 973 





Applicant argues that no reference having been cited, it should be assumed that design for 
trade-mark is new, novel and distinct; argument may be proper in design patent application, 







but is inappropriate in application to register trade-mark. 981 
Paragraphs of consent decree relating to secondary meaning cannot be given weight as 
establishing secondary meaning, in application for registration. 1337 






Identification of goods should be clear, concise, brief, and of common descriptive | name. of 
product upon which the mark was being used at time of filing application and not at later date 
and refusal of Examiner of Interferences to entry amendment submitted during prosecution of 
application which identified goods that were being sold under mark reversed. 1441 


Manufacture of knitted sweaters, shorts, dresses and like apparel held natural and normal 
expansion of applicant’s business who in 1930 obtained registration of GLiper for bathing suits 
when knitted wool bathing suits were in vogue. 

Where earlier registration of same mark sought to be registered is considered material to 
the issues involved in interference and facts are set forth in application held judicial notice 
may be taken of the registration irrespective of whether or not a copy was physically placed 
in the file. 1461 














DISCLAIMERS 
TOP, as used in applicant’s scorcH-Top, for coating composition utilized as the top coat 
in covering wall surfaces, is descriptive and must be disclaimed. 81 
BOOT is generically descriptive of shoes, and as such cannot become distinctive under Sec- 
tion 2(f). As unregistrable matter, it is mandatory that it be disclaimed. 92 
Disclaimer filed along with appeal papers should not be entered where phrase is denied 
registration because it does not function as a trade-mark. 212 
Fact that word is disclaimed as being descriptive does not eliminate it from consideration 
is determining likelihood of confusion, for it is word combinations and impression created by 
them, which is important. 221 
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Potential customers do not know whether a portion of a mark has been disclaimed and 
hence true test is the commercial impression created by the marks in their entireties. Marks 
do not look or sound alike and any similarity in significance results from suggestive nature 
of the marks when applied to the goods. 572 


Disclaimer of EtectroniK as used with potentiometers is required since no one person 
may have exclusive right to word. 920 


Disclaimer of portion of trade-mark not in use is improper. 967 


Where plaintiff filed disclaimer in connection with design mark it would normally prevent 
objection to use by another of a true cross section of its sealing strip but not where cross 
section is copy of plaintiff’s design and cross section. 1096 


pops need not be disclaimed in application to register MEL +o + pops, for hard candy on a 
stick. 1346 


While the registered term includes the geographical term ERIE which has also been dis- 
claimed, for the purpose of the proceeding the entire term must be considered since registration 
represents only such rights as flow from the use of the composite mark. Petitioner bears 
burden of proving mark has become generic and fails to show convincingly that BUTTON has real 
significance other than to identify capacitor made under the minimum patent. 1203 


DUBBLE is not descriptive of frozen confections; examiner’s requirement of disclaimer 
is stricken. 1245 


Ex Parte REJECTION 


PRECISION is descriptive and dominates applicant’s composite mark, so that it cannot be 
entered on the Principal Register, even if the word is disclaimed. It may qualify for registra- 
tion under section 2(f) or on the Supplemental Register. 70 


INTERFERENCE 


Mere delay without more is insufficient to sustain a holding of laches. 

Present practice is not to cancel the registration of the losing registrant in an interference 
when the cases were not co-pending, unless the winning party files a formal petition to cancel 
the registration. 86 


Since word sHALOoM first used by junior party in interference is identical with that used 
by senior party, and change in spelling to sHOLOM is not such as to avoid the two from being 
confusingly similar, senior party is not entitled to registration. 

Since decision in interference does not determine concurrent use proceeding, motion for stay 
of proceedings in interference is denied. 324 


Oral evidence produced by Elish & Co. of prior use to date shown by applicant is not 
inadmissible because unsupported by documentary evidence. 

Where records of third party indicate orders prior to applicant’s date and are memos sent 
to Elish in answer to their inquiry as to early records, difficiencies of proof as to custody of the 
records are overcome by testimony of former employee of third party, that he was in their 
employ at the time of the order memos and recognized them and therefore the action of the 
Examiner in finding for Elish & Co. is affirmed. 1115 


Prior ex parte actions of Examiner involving third parties are not controlling in inter 
partes proceedings to determine likelihood of confusion; Court of Appeals holdings directly 
in point must be followed or over-ruled. 1225 


Where applicant failed to sustain burden of proof in showing use of mark in trade because 
of insufficiency of evidence as to sales made under mark held doubts created by applicant’s 
record must be resolved against it and decision of Examiner of Interference holding that 
applicant had not sustained its burden of proof affirmed. 1448 


















DIGEST OF CASES—PART II 53 





Where application to register GLIDER for knitwear was opposed by two registrants of 
GLIDER, for foundation garments and TRU VAL GLIDER for men’s business shirts, and after applicant’s 
time for taking testimony expired, motion was filed to dissolve including proposal to amend 
identification of goods, adding earlier registration to interference held only registration for 
TRU VAL GLIDER can be considered as registration of GLIDER for men’s shirts was cancelled for 
failure to file affidavit under Section 8. 

Manufacture of knitted sweaters, shorts, dresses and like apparel held natural and normal 
expansion of applicant’s business who in 1930 obtained registration of GLipeR for bathing suits 
when knitted wool bathing suits were in vogue. 

Where earlier registration of same mark sought to be registered is considered material 
to the issues involved in interference and facts are set forth in application held judicial notice 
may be taken of the registration irrespective of whether or not a copy was physically placed 
in the file. 1461 
























OPPOSITION 






In General 





Even if use by opposer of term DOLL in connection with miniature spectacle frames was not 


strictly trade-mark use of term, such use was analogous to trade-mark use; in view thereof, 
and of opposers’ identification with term pot for spectacle frames, registration of identical 
term to applicant for similar goods would damage opposer, and opposers’ objection to regis- 


tration is proper. 434 







Opposer’s registration was issued on application prior to applicant’s, but since registration 
issued and was introduced subsequent to period for taking opposer’s testimony-in-chief, it 
cannot be considered as evidence of opposer’s ownership, validity of registration, or right to 
exclusive use of mark. 677 







Since applicant took no testimony, it is restricted to record date of its application. 682 


Specimens attached to notice of Opposition showing phrase as used on cartons are identified 
in stipulated facts and may, therefore be considered as evidence. 713 






Opposer relies on registrations of marks containing syllable Fax, opposer has no regis- 
tration for mark Fax alone, and there is no indication that public associates FAx with opposer; 
consequently each of registered marks of opposer must be considered individually and in its 
entirety in determining confusing similarity. 







While a large number of decisions indicate that third party registrations cannot be used 
in opposition or cancellation proceeding, since opposer’s case is based solely on registrations 
without any evidence of use, and since opposer has attempted to show that public associates 
marks comprised in part of FAX with it, registrations of others may properly be looked to in 
order to dispel impression sought to be created by opposer by a group of registrations. 741 








Amendments to delete integral part of compound mark are not permitted. 967 






Opposer’s use of words to identify its goods prior to date claimed by applicant establishes 
its status to oppose. 979 






Use by applicant of mark in advertising while not valid trademark use would be sufficient 
basis for opposing application by opposer, so since opposer could not successfully assert claim 
of ownership if he were the opposed applicant neither can he be considered the owner as 
opposer. 1106 


American distributor of foreign-made goods bearing foreign-trademark, particularly an 
exclusive distributor, is not without status to oppose registration of confusingly similar mark; 
grounds of opposition, however, are not ownership and use. 1248 

















Patent Office classification is not determinative question in opposition; question for deter- 
mination is likelihood of confusion, mistake, or deception. 1333 
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Pleading and Practice 


Applicability of Federal Rules of Civil Procedure in Patent Office proceedings, as provided 
in Trade Mark Practice Rule 23.1, makes it desirable to establish Patent Office procedures 
which correspond to procedures in civil actions in Federal Courts in order that appropriate 
time limitations may be observed. 

Filing of notice of opposition corresponds to filing of civil action. Forwarding of notice 
to applicant corresponds to service on adverse party in civil action. In each case, service on 
adverse party constitutes commencement of action. Upon filing of answer in each case, issues 


are joined. 
Fixing of times for taking testimony in neeurern corresponds to setting’ of civil action 


for trial. 

In view of fact that technically an opposer’s testimony-in-chief may be commenced on the 
first day fixed by Office, it is deemed reasonable to fix date as one which corresponds to com- 
mencement of trial of civil action when first witness is called. 

Filing of briefs under Trade Mark Practice Rule 24.1 corresponds to filing of briefs 
upon conclusion of trial on the merits in civil action. 

Final hearing (oral argument) in opposition proceeding corresponds to oral argument 
(summation) in civil action, with one exception. Since final hearing is first time that parties 
appear before Patent Office trbiunal objections to admissibility of testimony or exhibits, or to 
competency of witness or to competency, relevancy, or materiality of testimony may be made 
in briefs and in oral argument provided such objections have not been waived. 

Examiner, on own motion, cannot properly make finding on subject matter of interroga- 
tories. If they were not timely filed, they were not before him. If they were timely filed, 
subject matter should be considered only after filing of objections by adverse party. 

Answering of interrogatories by party should not be postponed until trial of case on merits ; 
such interrogatories may not be filed after commencement of trial. 

Depositions in Patent Office proceedings do not correspond to those under Federal Rules 
of Civil Procedure 26. Former constitute testimony in case for all purposes and are taken 
under specific rules prescribed by Patent Office, while latter are part of discovery procedure 
serving as evidence only in limited manner and are not permitted in Patent Office 
procedure. 229 

References to and quotations from decisions of competent tribunals or appending of 


decisions to briefs entirely proper as aid to Examiner and need not be noticed under Rule 282. 
310 


In prior opposition proceeding applicant had opposed registration of WORLBEATER under 
1905 Act on ground of applicant’s descriptive use of WHIRL-BEATER and supported grounds of 
opposition by testimony and while position taken by applicant is not inconsistent in law, since 
that opposed application was under 1905 Act and present applications are under 1920 Act and 
2(£) of 1946 Act applicant has greater burden to show distinctiveness of mark. Use of 
WORLBEATER in 1946 sufficient to deny registration under 1920 Act application since use by 
applicant to the exclusion of others for one year is necessary under 1920 Act. Use of wort- 
BEATER in 1946 also sufficient to deny registration under Act of 1946 since under section 2(f) 
substantially exclusive use for 5 years must be shown and record shows overlapping of about 
6 months. . 443 

No motion of severance of opposition and cancellation proceedings, filed hence trial pro- 
ceeds as civil, action in which a counterclaim is joined with an answer. 

_ Applicant-counterclaimant served Request for Admissions under Rule 36 after ‘the open- 
ing time for taking testimony on the merits and opposer-respondent properly ignored the request 
since opening date for taking testimony corresponds to opening day of trial and discovery 
proceedings must be completed prior to commencement of trial and holding of Examiner that 
opposer-respondent by not objecting waived its rights to object was error. 561 


Opposer has burden of proving its use of the mark and doubts created by opposer’s own 
record must be resolved against it. 569 
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Abandonment is available as a defense in an opposition proceeding, but it must be 
pleaded and proved, and affirmative relief by way of cancellation must be sought. 570 


Where issues in civil action involve ownership, Secondary meaning and right to exclusive 
use, and court’s findings will be determinative of same issues so far as right to register is 
concerned, it is deemed sound practice to suspend Patent Office proceedings pending termination 
of court action. 581 

Motion to extend time for taking testimony is not proper after time has expired. 

Applicant’s motion to show cause should be granted and order to show cause issued where 
supported by memorandum stating (1) opposer failed to take testimony and no other evidence 
was introduced in its behalf; (2) answer denied that opposer owned pleaded registration; and 
(3) copy of registration attached to opposition notice showed that it issued to someone other 
than opposer. Further, in absence of strong showing, judgment should have been entered 


against opposer. 
Opposer has no standing to file opposition where pertinent filing of opposition was exe- 


cuted after opposition was filed. 583 
Material first used after application is filed cannot help applicant when specimens accom- 
panying the application are insufficient. 600 


Where opposer neither filed brief nor appeared at hearing, and no testimony was taken, 
opposition should have been dismissed; ex parte consideration should have been given to 
applicant’s right to register. 

Where no proof was offered of present ownership of third party registrations pleaded in 
notice of opposition, and applicant denied such ownership, certificates of registration were 
incompetent as evidence of ownership, validity, or exclusive right to use of marks. 678 

Since applicant took no testimony as to date of first use it is restricted to filing date of its 
application. 

Assertion of descriptiveness in answer to opposition is an affirmative pleading, and burden 
of proof is on party asserting it. d 

Applicant’s affirmative defense of estoppel by acquiescence fails where no proof is 
offered. 700 

Since applicant took no testimony as to date of first ‘use, it is restricted to record date of 
its application. . 702 

Applicant’s claim to right to registration was predicated upon allegation of substantially 
exclusive use during period specified in section 2(f); question whether it might be entitled 
to registration upon any other theory is not irrelevant; theory upon which applicant bases 
right to registration, that mark becomes distinctive of goods, has not been changed, and 
applicant is not precluded, merely because evidence submitted in ex parte prosecution of its 
application was of particular character, from producing. any relevant testimony or competent 
evidence in this proceeding to establish its right. 706 

Ordinarily Patent Office is reluctant to grant motions to dismiss opposition, but viewing 
pleadings in light most favorable to opposer, since it appears certain that under facts asserted 
and proofs which might be offered. opposer would not be entitled to prevail, motion must be 
granted. 735 

Opposer introduced bottled beverage bearing applicant’s mark; applicant contends in its 
brief that it has not been proved that it had anything to do with manufacture or distribution 
of products, but since applicant had opportunity to offer proofs and failed to do so, it is pre- 


sumed that product is applicant’s. 852 
Suspension of proceedings is matter solely within discretion of Patent Office and burden 
is on applicant to show abuse of discretion by the Examiner. 1114 


Introduction of third party registrations of marks in which puRA appears to show lack 
of trademark significance not proper. Such evidence might be proper to show meaning of 
term common to both marks where such is the case. 1191 
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Although opposition is dismissed, ex parte determination of likelihood of confusion is made 
to protect public. 1248 


Opposer is not entitled to be heard on ex parte questions. 1252 


Evidence 


Opposer, merely by introducing its application for registration, does not thereby sustain 
burden of establishing use of its mark prior to date of first use proven by applicant. 78 


Plaintiff’s use of a crest and defendants’ use of a castle and gold and white stripe may 
in the use of the particular symbols suggest royalty but there is otherwise a complete lack 
of similarity. Nor does failure to print name of defendant on face of package manifest a desire 
to indicate British origin since use on wrapper rebuts any such purpose. 153 


Contention that opposer has not used its mark on items set forth in registration should 
not be considered in opposition proceeding, since it involves questions which can be resolved 
only in cancellation proceeding. 210 

Where there is nothing in record other than marks, hearing officer must try to place 
himself in position of average, ordinary purchaser and decide whether he would be likely 
to be confused. 

Judicial notice can be taken of fact that liniments and athlete’s foot preparations are 
self-medicaments, purchased without prescription and used for relief from irritations. 213 


Where only proof of distinctiveness of term “shower-aids” is by affidavit referring to 
national advertisements, use of word in catalogues and use on goods sold by mail it is insuffi- 
cient to establish finding of distinctiveness. 303 


Proposed exhibits identified by notice under Rule 282 and being deflector and the carton 
therefor of opposer and applicant are properly stricken since they were not admitted as authen- 
tic by answer of applicant nor identified by competent testimony and fact that they were 
referred to in Notice of Opposition does not make them competent; photoprint of material from 
publication properly presented under Rule 282 and pleaded in the Notice of Opposition but must 
stricken since it was not admitted in answer; advertising proofs and circulars not “special 
matter contained in a printed publication” within meaning of Rule 282. 310 


In determining likelihood of confusion, proper test to be applied is whether or not goods 
are of such nature that, if sold under similar marks, public is likely to believe they emanate 
from same source; in other words, might public reasonably assume that applicant’s goods are 
additional products in opposer’s “line?” 326 


Proof indicates that purchasers of taxicabs are familiar with checkered band and have long 
recognized it as indicating taxicabs manufactured by applicant. Test is not what the checkered 
band means to “riding public’ but what it means to purchasers and therefore checkered 
band is a mark, symbol or device which identifies the vehicles of this applicant and distinguishes 
them from those manufactured and sold by others, and is, therefore entitled to registration. 553 


Where applicant seeks registration of mark GUILDHALL for men’s and boys’ shirts claim- 
ing use since 1935, and opposition is based on use of identical marks for men’s clothing, 
including men’s and boys’ outer shirts, application is denied since proof of use of mark by 
opposer consisted of advertisements of GUILDHALL suits in 1934 and shirts in 1939. 

Vague and general testimony unsupported by documentary evidence not sufficient to 
establish superior rights to those of applicant nor - early advertisements of GUILDHALL suits 
alone establish trade-mark rights in opposer. 569 


Patent Office may take judicial notice of opposer’s registration and of court records brought 
to its attention. 

Decision of state court as to confusing similarity is not binding on Patent Office, but is 
persuasive. 587 

Affidavit asserting five years exclusive use in commerce is insufficient to prove that other- 
wise unregisterable word has become a trade mark in case where word has direct relation 
to goods. 591 
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Article in trade magazine in which author, not connected with applicant, recognizes term 
as trade-mark is entitled to weight because it is written by disinterested person for technical 
readership. 597 


Affidavit filed with opposer’s application is not evidence of use of mark. 677 


Applicant referred in brief to third party registrations, but such registrations were not 
offered in evidence under applicable rule and may not be considered. 682 


Excerpts of letters received by applicant from consumers and which were included in a 
sales manual which was properly identified by applicant’s president, while not the best evidence 
nevertheless were entitled to consideration. 

Statute does not provide that “generically descriptive’ marks should be refused regis- 
tration. 684 


In application to register fabric bags, affidavits of publishing officials are entitled to con- 
siderable weight since they are given by person familiar with applicant’s trade, and use of 
similar marks would likely come to their attention. 

Affidavits of produce people are entitled to weight a statement of purchasing public. 

Extent of advertising and sales of bags bearing mark is of material consequence in deter- 
mining whether mark has acquired distinctiveness. 694 


It is common knowledge that anti-histamine tablets are sold over the counter, without a 
prescription, and are intended for internal use. 

Specimen label for opposer’s product attached to notice of opposition is not in evidence 
since no proof was offered in connection therewith, but it may be considered to extent that it 
may constitute admission against interest. 704 


Because affidavits in question obviously represent unbiased views of the layman, they are 
entitled to considerable weight. 

Affidavit from editor of bowlers’ journal is from person familiar with sport, competent to 
testify, and disinterested to extent that his interests must be more or less equally divided 
between all manufacturers of bowling balls. 737 


Affidavit of substantial use for five years under section 2(f) is insufficient evidence that 
mark has become distinctive of applicant’s goods, in case where mark is highly descriptive. 745 


Affidavits as to trade-mark recognition by persons in close association with business 
concerned do not establish public recognition of term as trade-mark. 831 


Cross-examination of opposer’s witnesses is improper where it is completely outside scope 
of direct examination. 

Where alleged date of first use is uncorroborated and unsupported by evidence, there being 
no invoices, no evidence of sales, and no advertising of that period, applicant is restricted to 
date of first use asserted in its application. 845 


Third party registrations may be relevant to show that opposer has not established 
secondary meaning for its mark or part thereof. 

Third party registrations may be pertinent to indicate meaning of conflicting portions of 
marks in same way as dictionaries. 852 


Evidence of Third Party registrations is receivable in R.S. 4915 suit to show that disputed 
syllable is not generally dominant part of trade-marks. 942 


It is common knowledge that lanolin is widely advertised and used as ingredient in soaps, 
cosmetic creams, hair dressings and scalp ointments. 967 


Mere assertion of ownership of family of marks is insufficient to prove existence of 
family relationship. 977 


Applicant introduced under Rule 282 copies of fourteen registrations which include 
WEATHER but such registrations are not pertinent to show meaning of word where word has 
familiar and well known meaning. 1123 
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FLUSH is not considered dominant part of either SANI-FLUSH Or TURBO FLUSH. 

In determining possibility of confusion between SANI-FLUSH and TURBO FLUSH, former mark 
is considered as a whole, and finding of dominance of either component of mark is un- 
necessary. 1200 


Judicial notice may be taken of World War II. 

The following are not evidence of trademark use; (1) ordering and receiving stamp die 
of trademark; (2) printing and distribution of price lists; (3) receipt of order; (4) interstate 
shipment to sales agent. 

Shipment of samples by applicant to opposer, or its sales agent, was not trademark use; 
shipment by applicant to opposer in partial fulfillment of order of opposer was trademark 
use. 1210 


It is common knowledge that tractors and motors therefor are sometimes made by a 
single manufacturer. 1221 


Patent Office will not, in absence of evidence of any nature, take judicial notice of size, 
standing or character of business of party; judicial notice may be taken of matters which are 
common knowledge, but not of those which tribunal hearing case may happen to know. 

Facts are not judicially noticed merely because they are easily obtainable. Burden of proof 
rests on parties, and it is neither incumbent upon nor proper for hearing officer to ascertain 
facts concerning size, standing or character of business of party. 

It is common knowledge that department stores sell merchandise bearing trademarks of 
numerous manufacturers in addition to their own. 1237 


Likelihood of confusion not sustained merely because products are sold over same counter 
or fall substantially within the same price range. 

Prior acquiescence by a third party to opposer’s claim against registration of similar 
marks and patent jurisprudence’s acceptance of public acquiescence as a test to prove invention 
is not applicable in oppostion proceeding. 

Production of dog foods is not natural extension of confectionery or candy manu- 
facturer. 1333 


Paragraphs of consent decree relating to secondary meaning cannot be given weight as 
establishing secondary meaning, in application for registration. 

Form affidavits are not very convincing; particularly in situation where, owing to patent 
situation, applicant controls supply of article, such affidavits are not seen to have any 
bearing. 1337 


Where structure of a device if of a character which would not ordinarily be taken as a 
trade-mark, evidence that it actually does function as a trade-mark must be submitted for 
consideration for registration on the Supplemental Register. 1340 


Letters from applicant’s customers do not show trade-mark significance of ROTARY DIE 
process, for capsules, since these customers, purchasing capsules from applicant who was 
only one in its field making capsules by rotary die process, would know that applicant was only 
source of rotary die process capsules. 1343 


Where record of opposer consisted of copies of registrations held prima facie evidence of 
ownership, validity and registrant’s exclusive right to use marks. 

Evidence of third party registrations to show words suN and SUNNY are in common use 
as parts of marks for same or similar goods held permissible where third party marks were 
identified by an experienced witness familiar with trade. 1453 


Mere activity in operating in shoe clinic held not sufficient to bring opposition since use 
of mark by applicant could not affect actively in any manner. 

Where opposer, a doctor, alleged ownership and use of trademark cLINnIc TESTED for shoes 
but phrase currently in use on shoes was CLINIC TESTED FEATURES together with notation pr. 
HISS FOOT CLINIC and used by two corporations controlled by opposer held it can not be pre- 
sumed that a mark or phrase used by several corporations is owned or a trademark by some 
one else who is not, in fact, using it and ownership must adequately be proven. 1457 
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Defenses 


Having been controlled by foreign applicant prior to 1939; having resumed trade with 
applicant in 1946; having commenced negotiations for purchase of goods from applicant in 1946 
in order to get goods on market; and having been familiar with mark as used on goods by 
applicant, opposer, by its conduct, has created an equitable estoppel against its right to contest 
registrations. 1210 








APPEALS 
To CoMMISSIONER 


Respondent moved to file supplemental answer pleading certain activities of petitioner 
which it contended showed unclean hands and abandonment. File does not indicate examiner 
acted thereon, but since he dealt with subject matter in decision, it will be reviewed on 
appeal. 439 







Commissioner of Patents not a necessary party in an inter partes action under section 21. 1188 





Where Assistant Commissioner of Patents’ decision is an interlocutory order denying 
motion for summary judgment held not a proper order for appeal. 1430 






Court of Customs and Patent Appeals 

A stipulation in the record to the effect that the goods involved possess the same descrip- 
tive properties cannot foreclose the right of the reviewing court to point out and observe 
obvious differences. 53 













R. S. 4915 


Applicant in trade-mark application suit under Rev. Stat. 4915 must pay printing expenses 
incurred by Patent Office in unsuccessful appeal since statute provides that in cases where 
there is no opposing party all expenses of the proceedings shall be paid by applicant and 
although an Interference was created by the Patent Office the opposer joined in prayer for 
registration and hence there was in substance no opposing party. “Proceedings” includes an 
appeal and “expenses” are not limited to costs but include reasonable printing expense. 292 


In an action brought under R.S. 4915 seeking the registration of the trade-mark GLAss 
WAX as a Cleaner for glass the complaint alleged that the work was not “merely descriptive” 
or “desceptively misdescriptive” under section 2(c) and that the mark had acquired a secondary 
meaning under section 2(f) and that the Patent Office had erred in refusing to grant the 
registration under either or both sections. On motion the District Court dismissed such part 
of the complaint as alleged right to relief under section 2(f) since the application had not 
originally been presented under section 2(f) and applicant appeals under FRCP 54(b) but 
appeal is not proper and must be dismissed since the complaint does not state two or more 
separate claims for relief; each set of allegations seeks to remedy the same wrong—the refusal 
to register the mark and therefore claim for relief under section 2(f) is not a claim separate 
and distinct from claim under section 2(e) and hence the dismissal is not a final judgment of a 
distinct claim appealable under FRCP 54(b). 518 


Action of District Court in sustaining refusal of Patent Office to register words TRUC- 
LOADER and CARLOADER as trade-marks for fork lift is affirmed since the words are generic 

























names of the goods and have not become distinctive. 660 
Evidence of third party registrations is receivable in R.S. 4915 suit to show that disputed 
syllable is not generally dominant part of trade-marks. 942 





Pennzoil v. Hercules no longer controlling since case was decided under Trade-Mark Act 
of 1905 and it was held that an opposer-appellant could not bring an action under Revised 
Statute 4915 while Patent Act of 1952 provides that a patentee-interferant may bring a civil 
action. 1188 
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Where court found word TRUCLOADER and CARLOADER as trademarks for a fork lift generic 
names of the goods held it need not be considered whether these “generic names” might some 
day become distinctive of appellant’s good and whether, if they did, they would be entitled to 
registration. 1418 


III. EFFECT OF REGISTRATION 
In GENERAL 


That certificates of renewal show that renewal issued to opposer is sufficient to establish 
prima facie showing of title and to shift burden to applicant—counter-claimant to prove absence 
of title. 967 

Registrations introduced do not show that opposer sells recited goods, but since they are 
prima facie evidence of opposer’s exclusive right to use, likelihood of confusion may be deter- 
mined in absence of evidence of non-use, upon assumption that right is being exercised. 1237 


THE PRINCIPAL REGISTER 


It is province of Patent Office to recognize rights which have been acquired. Issuance 
of registration is recognition of what has taken place and is not a permit to sequester word, 


name, symbol or device as private property. 597 


Clear and convincing proof is necessary to show fraud in obtaining of registration. 647 


REED was name selected for ovens because of reference to petitioner Paul N. Reed, who 
designed and built them; ReEep also identified petitioner to customers at least during first 
several years of business. Under these circumstances, burden of proof is on respondent is not 
sustained, and registration is cancelled. 689 


THE SUPPLEMENTAL REGISTER 


Section 23 of 1946 Act provides for registration of packages or containers on the Sup- 
plemental Register and therefore the application to register the mark for shuttles and sewing 
machine needles, consisting of a small cylindrical wooden tube, on the Principal Register 
must be denied. 603 


It is no objection to registration on Supplemental Register that phrase is a slogan, or 
that it is a laudatory expression, if degree of distinctiveness rises above ordinary or common 
place. 

THE BEER WITH THE MILLION DOLLAR SMILE is registrable on Supplemental Register, 
since it does not appear that phrase is commonly used to indicate high quality, and there is 


some evidence of public recognition of slogan. 976 


Distinctive bottle for soft drink syrups used by applicant over 30 years held capable of 
distinguishing applicant’s product and is registerable on Supplemental Register. 

Registration of container as mark on Supplemental Register affords no protection to design 
itself. It merely is recognition by Patent Office that container is capable of distinguishing 
applicant’s soft drink syrups from those of others, whether or not label bearing word mark 
is attached. 1244 


Configuration of goods can be registered, if at all, only on Supplemental Register. 

Configuration of goods cannot be registered if primary purpose of configuration is functional. 

Where structure of a device if of a character which would not ordinarily be taken as a 
trade-mark, evidence that it actually does function as a trade-mark must be submitted for con- 
sideration for registration on the Supplemental Register. 1340 
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Prior Acts 


Act of 1905 

Registration of ACADEMY AWARD, for ladies’ and girls’ slips and underwear, is void ab 
initio, having been issued contrary to section 5(b) of Act of 1905, which prohibits registra- 
tion of marks previously used as name, mark, or emblem of organization. 439 










Mark refused registration under 1905 Act as descriptive and applicant seeks to file under 
1920 Act by filing affidavit of use for at least one year but applicant did not qualify as to this 
on date of application, the application must be considered as though filed on date of its amend- 
ment. Applicant also amends to seek registration on Principal Register of Act of 1946 under 
section 2(f). Date of Amendment becomes date of application. 443 









1905 Act registration issued to petitioner is prima facie evidence of validity of registration 
and petitioner’s ownership and exclusive right to use the mark on goods specified. 447 





Requirement of 1905 Act under the ten year clause did not necessarily prevent a geo- 
graphical name from acquiring a secondary meaning. 

Registration of mark is prima facie evidence of ownership and validity of mark. 

MT. ZION is not geographically descriptive or deceptively misdescriptive of the goods. 529 






Registration of checkered band for taxicabs under 1905 Act raises a presumption of regis- 
trability under 1946 Act and entitled applicant to have reasonable doubt resolved in its 
favor. 553 















WOODALLS, for various wearing apparel, is confusingly similar to GoopALL, for piece 
goods. 712 
Act of 1920 


Action of Patent Office examiners is only prima facie correct and is not binding on the 
courts. Act of 1920 required registration of all marks used in commerce for not less than one 
year unless they were identical with marks already in use on goods of the same descriptive 


properties. 529 
IV. CANCELLATION PROCEDURE 













In GENERAL 
Damage in cancellation proceedings need not be proven, but will be presumed from facts 
and circumstances of case which prove violation of a legal right. 

Confusion of origin is unlikely as to mark CHUCKLES, used by petitioner on dolls and by 
respondent on candy, particularly where doll advertising is confined largely to trade, and 
there is no evidence to indicate that trade familiar with respondent’s dolls is also familiar 
with petitioner’s candy. 226 


Affidavit containing false statements as to use during war years would be sufficient ground 
for cancellation of registration; consideration of this point is unnecessary in instant case. 688 











Petitioner seeks cancellation of the registered mark cronies for wearing apparel which was 
registered in 1939 on the basis of its claim of damage to its registered mark crown, registered 
in 1900 and the mark crowntes allegedly in use since prior to the adoption of CRONIEs, said 
marks being used on similar goods, but the decision of the Examiner dismissing the petition 
is affirmed since CRONIES is not confusingly similar to crown and the evidence fails to show 
claim of right by petitioner to mark crowNnies between 1931 and 1951 and whatever use there 
was of mark was sporadic, intermittent and insubstantial and particularly in view of registrant’s 
expansion over a period of 15 years without protest by petitioner and without evidence of actual 
confusion. 696 

Proofs in record show that respondent did not have exclusive use of its mark for one 
year preceding application filing date, so he was not entitled to registration under 1920 Act, 
which must now be cancelled. 709 
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In proceeding to cancel registration of mark FORBIDDEN LOvE for perfume, registered in 1936. 
on basis of ownership of registration issued in 1928 for LE FRUIT DEFENDU for same goods, 
petition asserts marks are confusingly similar and rests on priority and abandonment while 
respondent raises affirmative defenses of laches and unclean hands. Petitioner fails to estab- 
lish abandonment while respondent also fails to establish laches and acquiescence sufficient to 
create an estoppel. However, conduct of petitioner in refusing to answer questions propounded 
by respondent as to items material to the issues and to produce relevant invoices and proof 
of sales casts serious doubt on validity of affidavit filed under section 12(c) and on petition and 
therefore the petition to cancel is dismissed. 

On rehearing the power of the Patent Office to consider matters of unclean hands and 
fraud touching on the validity of a registration relied on by petitioner and to take action where 
a witness refuses to answer questions or produce documents which are pertinent, proper and 
material is upheld and dismissal is affirmed. 716 


Petitioner seeks cancellation of TowN-Moor for ladies’ coats registered in 1950 based 
on ownership of 1920 Act registration of TOWNLEY for same goods but petitioner fails to show 
likelihood of confusion mistake or deception or damage to itself and hence petition to cancel 
is dismissed. 857 


Burden is on petitioner to show lack of ownership where Patent Office records show 
respondent owner of registration, and a certified copy of registration and original assignment 
properly identified are in evidence. 858 


Substitution of LANA SUPERFATTED for original trade-mark LANA OIL is abandonment of 
integral portion of mark; registration should be cancelled. 967 


Petitioner’s use of word PENATEN to describe ingredient of face cream vended under 
mark woopBuRY is not trademark use. 1216 


Damage to cancellation petitioner is not presumed where its application to register was 
rejected on basis of conflict with respondent’s registration, since petitioner does not use word 
in question except with other word. 1234 


Applicant, in application, made standard averments that it was using mark and that it 
believed no other person had right to use mark; facts were that applicant’s licensee, and not 
applicant, was using mark; withholding of such information is material, and registration 
is cancelled. 1349 


PLEADING AND PRACTICE 


Cancellation petition need not establish actual confusion: likelihood of confusion will be 
presumed when marks are similar and goods are related. 83 


Patent Office can consider in cancellation proceeding only grounds urged in petition and 
not those raised subsequently. 199 


To establish probable damage because of registration of mark, it must be alleged and shown 
not only that registration is invalid, but that presence of mark is inconsistent with some right 
to use same or confusingly similar mark for like goods which applicant possesses under 1946 
Act. Application for cancellation must be sufficient in itself to state valid cause of action, 
notwithstanding that applicant has been charged with violation of trade-mark rights of registrant. 

Mere filing of opposition based on likelihood of confusion between mark sought to be 
registered and a registered mark is insufficient to constitute ground for cancellation. 217 


Conduct of Petitioner relating to abandonment is not involved in question in cancellation 
proceeding dealing with propriety of issuance of registration under Act of 1905. 439 


Third party registration is incompetent as evidence of ownership, validity or exclusive 
right to use mark where petition to cancel alleges ownership of such mark and allegation is 
controverted by respondent and no proof is offered. 
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Labels and containers attached to petition are not properly in evidence since there was no 
proof as to use but they may be considered as admissions against interest as none of the marks 
as shown conform to the mark as registered. 447 


Although petitions to cancel 1905 and 1920 Act registrations are joined in same instrument, 
examiner should consider each independently. 

Reversal of examiner’s decision so as to sustain petition to cancel registrations does not 
indicate that petitioner will obtain its registration, since its applications are under section 2(f). 

While it is ordinarily not proper to consider matter of concurrent registrations in opposi- 
tion or cancellation proceeding, it may be that testimony is sufficient to determine matter, and 
respondent is given leave to move that 1905 Act registration be restricted territorially, rather 
than cancelled. 548 


Burden is on petitioner to prove his use and respondent was under no duty to cross- 
examine petitioner’s witnesses regarding continuity of use. 

Lack of evidence showing discontinuance of use from 1930 to 1941 is immaterial since 
petitioner is under positive duty to show continued use. 558 





Third party registrations may not be relied on for purpose of questioning the validity or 
scope of petitioner’s registration but may be relevant to establish lack of secondary meaning. 576 


There is presumption that petitioner has made strongest showing available. 585 


REED was name selected for ovens because of reference to petitioner Paul N. Reed, who 
designed and built them; REED also identified petitioner to customers at least during first 
several years of business. Under these circumstances, burden of proof is on respondent to show 
that REED does not refer to and identify petitioner, burden is not sustained, and registration 
is cancelled. 689 


Petitioner refused to produce books and records in accordance with terms of subpoena 
duces tecum and produced only token invoices showing only partial use of mark in commerce 
but since items called for were particularly relevant and material in view of petitioner’s evasive 
testimony, peculiar manner of conducting her business, and question of validity of affidavit 
under section 12(c) petition for cancellation must be dismissed. 

Patent Office has power to strike deposition of witness for refusal to answer but this 
power should be exercised only in unusual cases and exercise of such power here would 
actually aid petitioner. 716 





Mere assertion of non-ownership of marks which opposer alleged it had used, except as it 
might be involved in a charge of abandonment, is not a valid ground for seeking cancellation. 
That certificates of renewal show that renewal issued to opposer is sufficient to establish 
prima facie showing of title and to shift burden to applicant-counter-claimant to prove absence 
of title. 967 


Having filed false affidavits under sections 12(c), 8 and 15, petitioner will not be heard by 
Patent Office in reliance upon registration for which affidavits were filed. 982 






Registration will be cancelled when obtained by means of false affidavit and failure to 
disclose related company use. 1194 


Petitioner must establish status as person entitled and authorized by statute to bring 
petition to cancel. 1215 


Petition to cancel may under appropriate circumstances be brought by party not claiming 
ownership of mark; petitioner failed to prove allegation of trademark use and did not meet 
test. 

In view of dismissal of petition to cancel, question of abandonment of registrant’s marks 
is not considered. 1216 


Petition to cancel mark on ground of descriptiveness may not be brought unless petitioner 
has pleaded and proved use of same or similar term for same or similar goods, or that peti- 
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tioner is engaged in sale of competitive merchandise to which mark is equally applicable; 
averment is insufficient which states: “Petitioner believes himself damaged by said registration 
because the same prevents him from and/or endangers him in the free use of the denomination 
UNIVERSAL in connection with sewing machines, their parts and their accessories.” 

In view of dismissal of petition for failure to state and prove essential jurisdictional 
averments, it is deemed inappropriate and improper to consider petitioner’s asserted proofs 
that mark is descriptive or generic. 1219 


Question of cancellation of registration is not considered in absence of petition to cancel. 
1225 


Rule 282 provides easy and inexpensive method of introducing copies of official records and 
printed publications, provided they are competent and pertinent to the issues, and that notice 
indicates generally relevancy of matters noticed; registration pleaded and attached to cancellation 
petition is already in record and need not be introduced via Rule 282. 1251 


EvImDENCE 


Test of Confusion is expressly related to similarity of marks and not to determination of 
descriptive properties of merchandise; but there must be competent evidence from which it 
may be concluded that confusion is likely. 

Cases cited to support argument that any injury to a trade-mark, whether it results in 
confusion, dilution, on other detriment to owner, is damage within meaning of trade mark 
law, deal with unfair practices which result in source confusion; but where there is no evidence 
of extent of public recognition of mark from which it may be inferred that any use of it by 
another is likely to result in confusion of source, cases are not precedents. 226 


Where petition seeks to cancel registration of SUNRAY for sugar on basis of various 
registrations for food products including sugars for suNNy and offers no proof of any instance 
of confusion in 21 years of use and offers no testimony of any kind, there is a strong presumption 
against likelihood of confusion in future and petitioner has failed to sustain burden of proof 
necessary in a cancellation proceeding. 312 


Testimony by petitioner characterized by leading questions, indefiniteness and inconsisten- 
cies, and failure to introduce apparently available documentary evidence are convincing of fact 
that it made no use of mark at time alleged. 585 


Advertisements allegedly featuring crowNn1Es which are not properly identified may not 
be considered. 

Stamping in small letters of the word CROWNIES on a CROWN label is not a trade-mark use 
and use of the mark on price lists is insufficient to show use of mark as trade-mark in the 
absence of supporting data. 696 


Respondent introduced no evidence as to its business or use of the registered mark and 
since mere lapse of time without more is not sufficient to prove the defense, and respondent has 
not been shown to have changed its position in reliance upon any acquiescence creating an 
estoppel and as the party asserting estoppel has the burden to establish all the facts necessary 
to constitute it, the defense must be dismissed as insufficient. 716 


Consumer may purchase garment hangers not by trademark but by shape, size and utili- 
tarian features. 1223 


Original company and owner of Joy sups was dissolved and a new corporation formed 
which maintained the use of trademark and must therefore be regarded as the owner of 
trademark. 1428 
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Where Examiner of Interferences granted petition to cancel registration merely on sub- 
mission by petitioner of copies of its registrations held insufficient to sustain petition to cancel 
and decision reversed. 1451 

Examiner of Interferences’ dismissal of petition affirmed where record consisted solely 
of copies of petitioner’s registration and copy of registration sought to be cancelled. 1452 


DEFENSES 


Defense of laches, which is based on delay, cannot be successfully urged against petitioner 
who files within five years statutory limit prescribed in Section 12(c) of Act of 1946. 83 


Laches is not available as defense in action to remove void registration from register. 

So long as ACADEMY AWARD means to public award of achievement granted by petitioner, 
and so long as petitioner continues to use term to identify its award, it is not abandoned. 

Cancellation proceeding concerned with question of whether mark was registrable in view 
of prohibitions of section 5(b) of Act of 1905 will not be concerned with possible unclean hands 
of petitioner. 439 


Whatever rights registrant may have acquired by laches, such rights cannot extend to 
holding of registration in face of prior and contemporary use of confusingly similar mark. 548 


In view of fact that respondent was not entitled to registration at time of issuance and of 
further fact that considerable confusion has resulted from use of mark, affirmative defenses 
of laches, acquiescence and estoppel need not be considered, even if they had been proved. 709 


Registrant attacks title of petitioner to registration and asserts registration was obtained 
purely for purpose of petition and to harass respondent; and republication of mark under 
section 12(c) was obtained by false representations; however although evidence indicates 
business of Renoir was nominal, proof of positive evidence of lack of use by Renoir for some 
period prior to transfer was necessary to invalidate the transfer. 

Proof shows number of prior attempts to eliminate respondents’ registration all handled by 
same attorney but there is no proof that petitioner’s action was instigated by some third person 
and it is no defense to an action that there is a champertous contract between plaintiff and 
his attorney or some other person. 716 


Where joy sups was duly registered in 1941 and in continuous use held delay of more 
than eight years in filing for cancellation proceedings constitutes such laches as to estop appellee 
from asserting that injury would result by the continuous use of trademark joy sups. 1428 


APPEALS 


To CoMMISSIONER 


Petitioner seeks rehearing before Commissioner in person but since this would in effect 
be an appeal to one officer of the Patent Office from another the request is improper and is 
denied and rehearing is had in the usual way. 717 


Court of Customs and Patent Appeals 


Court in cancellation proceedings will, of its own volition, notice descriptive portions of 
marks alleged to be confusingly similar. 543 


V. COMMON LAW TRADEMARKS 
In GENERAL 
Trade-mark today performs three-fold function; (1) to indicate origin; (2) to guarantee; 
and (3) to advertise and sell. 
Recent cases have recognized that protection is afforded a trade mark both for benefit 
of public and of trade-mark owner. 170 


COPPERTONE, for sun tan preparation is not descriptive, but fanciful, and functions as a 
valid common law trade-mark. 657 
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NatTurE OF RIGHTS 


A trade-mark exists only as appurtenant to an established business and does not exist 
in gross. 267 


A trade-mark, as part of the good will of the business with which it is identified, is a 
property right at common law and the substantive rights of the owner are not changed by 
registration under the Federal statutes. ' 529 


Whether trade-mark is distinctively valid depends upon consideration of its elements as 
a whole, not its dissected parts. 

Notwithstanding descriptive character of FRONTIER and numeral “90” as components of 
composite mark, mark as a whole is unique and distinctive and is valid. 945 


Score OF PROTECTION 


Senior users right to be protected against use of identical mark on non-competitive goods 
not absolute and court will not enjoin use of mark on dissimilar non-competitive goods where 
no likelihood of tarnishment or confusion is shown and senior user has shown no real intent 
to enter field. 153 


Where plaintiff has manufactured and sold chlorophyll chewing gum under mark CLORETS 
since 1951 at 15¢ per package and defendants subsequently sell chlorophyll gum under mark 
CLOR-AID in somewhat similar package using same green and white package at 10¢ per package 
finding of unfair competition by trial court is affirmed on opinion below and finding that CLor-AID 
does not infringe plaintiff's mark cLorETs is affirmed since the word cLor is common to the 
trade and in view of the acquiescence of plaintiff’s predecessor in use of name cLoropETs. 1078 


VI. REMEDIES 
INFRINGEMENT 
Basis of Relief 
In General 


One element to be considered in deciding whether there is confusing similiarity is the 
intent of the actor who adopts the designation. 39 


Defendant which adopted logotype emphasizing strRONGHOLD with full knowledge of plaintiff’s 
registered trade-mark featuring same word did so at its peril. 46 


Test of trade-mark infringement under Lanham Act is likelihood of confusion and this is 
so regardless of whether or not the products are identical. 153 


Test of infringement under 1905 Act was actual confusion, Act of 1946 is of broader scope 
and applies remedies therein provided to any colorable imitation of a registered mark which 
is likely to cause confusion or deceive purchasers as to source of origin. Hence infringement 
is possible even where no identity of marks. 165 


Where one uses as name for ingredient of salve word previously used by another as trade- 
mark for rubbing alcohol, an injunction will issue. 185 


Use in advertising circulars of phrase WE GUARANTEE A CHANGE OF HEART together with 
sample heart shaped tablets which are Chinese copies of the SKF tablet tends to encourage 
druggists to substitute regardiess of whether the druggists were advised of the facts or not 
since the wrong was the placing in the druggists hands of the means of deception. 274 


Where plaintiff for 20 years offered through dealers Ford factory reconditioned parts 
listed in unique catalogue system and more recently authorized reconditioning of certain parts 
by authorized reconditioners under strict standards and supervisory control; plaintiff is entitled 
to enjoin defendant from reconditioning Ford parts and packing them in plain cartons which 
were sold to Ford dealers for resale to public under part numbers identical with Ford catalogue 
system and particularly in view of the concession by counsel for defendant that plaintiff is 
entitled to injunctive relief. 293 
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Existence of difference between goods or absence of direct competition is not always con- 
trolling in determining whether plaintiff should be denied relief; confusion as to business 
identity and source of origin is also recognized by the law. That goods are non-competing is 
insufficient reason to deny protection. 490 


Where plaintiffs, as related concerns, manufactured and sold children’s sleeping garments 
under the trade-mark NITEY NITE since 1924, said mark being registered in 1925 and renewed 
in 1945, and have expended over $2,000,000 in advertising and the mark has acquired a sec- 
ondary meaning and defendants in 1950 applied for registration of MIGHTY MITE as a mark for 
children’s wear, including pajamas, which application was successfully opposed by plaintiffs 
and the evidence shows that the defendants adopted the mark MIGHTY MITE with knowledge of 
plaintiffs mark and in bad faith and there is evidence of actual confusion in the trade, plain- 
tiffs are entitled to an injunction against the use of the term as a trade-mark and as a part 
of defendant’s corporate name. 821 


Substantive law in actions for infringement governed by state law in absence of a Feder- 
ally registered trademark. 1307 


Absence of competition does not remove possibility of confusion. N. Y. Gen. Bus. Law 
361-a. (Dilution Act.) 

Likelihood of confusion is increased by possibility that both parties may expand into same 
field. 1320 


Under Lanham Act the test of trademark infringement or unfair competition is likelihood 
of confusion, mistake or deception, and protection against unauthorized use of mark by 
another is extended even as to a noncompetitive field. 

Unfair competition may exist even in the absence of infringement. 

TIME used by plaintiff for a news magazine considered a weak, descriptive, common and 
ordinary mark difficult of acquiring a secondary meaning, and defendant’s use of TIME in the 
transportation field held not likely to cause confusion. 1396 


rooy used for imported typewriters manufactured in France by Etablissement Rooy S. A. 
held similar in sound and appearance to ROYAL and RoyTYPE used by plaintiff, Royal Type- 
writer Company, Inc. 1414 


Infringing mark must be used “in commerce” regulated by Congress and Lanham Act 
broadened scope of Federal jurisdiction involving registered trademark to protect infringe- 
ment which is purely intrastate but which interfered wit free flow of interstate commerce, 
however, this is different from extension of jurisdiction of federal court to all instances of 
unfair competition. 1408 


Similarity of Goods 


Cigarettes and brushes too dissimilar to be thought to emanate from same source by any 
appreciable number of prudent purchasers. 153 


In determining trade-mark infringement similarity of goods should be considered and 
while products here are designed to achieve same purpose they are sold in different forms 
as cracker and tablet and hence likelihood of confusion is lessened and also there is considerable 
difference in the dress of the packages. 285 


Whisky and cigars are closely related in distribution and use. 1102 


MINUTE MADE used by defendant for frozen meats infringes on MINUTE MAID used by 
plaintiff for frozen fruit juice concentrates. Judgment of District Court in granting injunction 
affirmed. 1408 


Colorable Imitations 


Q-TIPs for cotton-tipped applicators is infringed by JoHNSON’s COTTON TIPs for similar goods. 
39 
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Infringement may be found where one adopts a trade-mark so like another that an average 
buyer, without a very definite recollection as to the real mark, is likely to become confused 
or misled. 


A side-by-side comparison is not the test for determining confusing similarity of 
marks. 46 


Use by defendant of own initials does not negate infringement of mark consisting of 
initials. 165 


Where plaintiff's mark mt. zion for kosher wines was adopted in 1935, and continuously 
used since with increasing advertising and sales and was subsequently registered in the 
Patent Office in 1945, the recent use by defendant of the terms MT. SIANI or MT. SINAI on 
kosher wines will be enjoined since plaintiff has established secondary meaning and the evi- 
dence shows defendant to be guilty of unfair competition. 529 


Substitution of fighting buffaloes for rearing horse and rider in composite mark was not 
sufficient to avoid infringement. 946 


Dilution 
Where courts extend trade-mark protection under the dilution doctrine against a mark 
identical or similar to that of a senior user there must be likelihood of confusion present. 153 


Plaintiff, PEERLESS ELECTRIC Co., manufacturer of small electric motors and fans, is entitled 
to judgment enjoining defendant PEERLESS ELECTRIC, INC., manufacturer of cooking equipment 
sold under name BROIL QUIK and vended with label bearing phrase BROIL QUIK BY PEERLESS, from 
use of its corporate name. 

Absence of competition does not remove possibility of confusion. N. Y. Gen. Bus. Law 
36l-a. (Dilution Act.) 

Likelihood of confusion is increased by possibility that both parties may expand into 
same field. 1320 


Scope of Relief 
General 


Plaintiff uses registered mark FAIRWAY to identify retail grocers’ co-operative organiza- 
tion and stores which it operates in five mid-western states; mark is known in California to 
certain food processors, but not to buying public. Defendants adopted mark in good faith for 
grocery store in California; even though defendants are subsequent appropriators, nevertheless 
as first appropriator in new market which had not been used by plaintiff, they are entitled to 
protection in use of mark. 401 


Defendants may not complain of plaintiffs extending use of mark NITEY NITE to other 
items of children’s wear other than pajamas even though use of the mark on some items is 
subsequent to use of mark MIGHTY MITE on similar items since plaintiffs’ expansion is a 
natural one and mark NITEY NITE has acquired a secondary meaning denoting a simple source 
or origin entitling plaintiff to an injunction against defendant as infringing users who have 
deliberately sought to trade on plaintiffs’ good will. 822 


Injunction 


No relief other than injunctive may be given where there is no showing that plaintiff’s 
business has been hurt or that the defendant has made a profit out of the infringement. 39 


Mere delay in bringing suit ordinarily does not affect right to an injunction against further 
use of an infringing trade-mark, but may affect right to damages. 46 


Injunction limited to competing items. 165 
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Section 32 (b) demonstrates that for injunctive relief to be granted, the colorable imita- 
















ge 
ed tion must be applied to material to be used in selling services “in connection with which such 
use is likely to cause confusion or mistake or to deceive purchasers as to the source of origin 
of of such” services. 170 
46 Issuance of preliminary injunction held in abeyance reasonable time to permit infringer 
f to dispose of products in view of investment involved and submission of non-infringing label 
- for future use. 185 
| While defendants may repair, renovate, and rebuild plaintiff’s stnceR sewing machines and 
y sell them to public, in so doing the machines must be so plainly and truthfully labeled as to con- 
- vey to public their true character ; decree so ordering is kept open so that plaintiff may apply for 
‘ modification or additions upon showing that relief granted is insufficient. 405 
i- 
9 Injunction should have been granted to enjoin acting Collector of Customs from denying 
‘ entry of watches bearing mark NIVADA GRENCHEN, since previous agreement by MOVADO owner 
: stating that if GRENCHEN were added to NIVADA, watches so marked might come in was admis- 


sion that there would be no confusion between them and registered mark MovaDo, in absence 
of contrary evidence; mandatory injunction directing MovADo company to file written consent 
to importation would be justified only if importer succeeded to rights under agreement. 411 






Where defendant selected package for chewing gum product quite similar to that of plain- 
tiff, except for substitution of Topps for CHICLETsS and offered no explanation for so doing, in- 
junction is properly granted; assumption is made that defendant’s package make-up is likely 
to mislead a substantial minority of purchasers. 414 


Where showing on affidavits left much that was uncertain as to appellant’s right to 
prevent use by appellee of mark sUNBEAM on bread, denial of preliminary injunction was not 
abuse of sound judicial discretion; failure to show that damages would be irreparable was 
further reasonable ground for denial of injunction. 429 


Plaintiff, manufacturer of electrical appliances, is entitled to judgment enjoining defendant 
from use of trade-mark SUNBEAM in conjunction with sale and advertising of lighting 
fixtures. 490 


Defendant is enjoined from use of words FREE AND ACCEPTED MASONS where purpose was to 
mislead public and to reap benefit of good will which plaintiff was entitled to enjoy by virtue 
of prior and authorized appropriation of words as part of its name. 642 
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Where plaintiff has used the mark FUTURO in connection with apparel prior to defendant’s 
use of FUTURA on similar goods, use by defendant of said mark is likely to cause confusion 
and an injunction will issue against said mark and of the term FUTURA as part of its corporate 
name since its use renders defendant guilty of unfair competition. 646 






Plaintiff’s name, Cole Chemical Company, is confusingly similar to defendant’s name, Cole 
Laboratories, Inc., but injunctive relief is denied owing to contractual agreement between 
parties as to use of name. 647 






Upon finding, secondary meaning proven, court should grant injunction against use of con- 
fusing name. 657 





In statutory proceeding mere priority of use, however extensive is insufficient to enjoin 
infringement or unfair competition but there must be conclusive evidence of intent to deceive 
and determination of conclusive evidence must be based on situation as a whole. 814 






Deliberate intention to palm off does not justify injunction enjoining use of the name 
CLOR-AID where the name does not infringe that of plaintiff and plaintiff is entitled to an 
injunction which will free it of harm resulting from so much of defendant’s threatened future 
conduct as constitutes unfair competition but to no more. 1078 


Protection of registered trademark is not limited to goods specified in certificate but 
extends to any goods using an infringing mark which is likely to cause confusion and factual 
issue is presented as to what goods meet this description. 









70 FORTY-FOUR TRADE-MARK REPORTER 


Where District Court found no actual monetary damage but found defendant’s use of words 
MINUTE MADE had caused confusion as to source of origin and likelihood of damage held 
sufficient to justify enjoining infringement and proof of actual damage not necessary to authorize 
preventive relief. 1408 


Accounting 


No judgment will be entered upon issue of unfair competition and no accounting ordered 
since infringement lacked wilful intent and there was no proof of substantial damage to plain- 
tiff in view of increase and decrease of business to plaintiff and defendant, respectively. 165 


Defendant being guilty of fraud in its sale of deceptively marked products, plaintiff is 
entitled to an accounting of profits as matter of law, yet in view of assignment to creditors by 
defendant since institution of suit and cessation of business of reconditioning of Ford parts 
and there being no evidence of record showing value of assets passing into hands of receiver, 
plaintiff will be restricted to discovery proceedings to determine whether the assets in hands 
of receiver are sufficient to justify an accounting. 293 


Presumption of loss flows from infringement of trade-mark. Recovery of profits may be 
had when there is proof of use of mark and sales. Accounting, however, will not be ordered 
merely upon showing of infringement, for, under Trade-Mark Act, it may be denied where 
injunction will satisfy equities of case; same rule applies in unfair competition. 661 


Trade-mark infringer is liable as trustee for profits accruing from its unlawful acts, even 
though owner of mark was not doing business in consuming market where infringement 
occurred. Recovery is predicated upon unjust enrichment, not provable damages. Court, in 
exercise of discretion, may refuse to award profits of infringer in circumstances where owner 
has abandoned trade territory in which profits were realized and has shown no disposition 
to enter field. 

Burden is upon infringer to show that profits realized by it were not attributable to 
infringement. 946 


Damages 


Trial court has discretion to award punitive damages in cases of willful and wanton in- 
fringement but since record does not show such intent award of punitive damages will be 
stricken but $1,500 attorneys fees are permitted as compensatory damages. 1096 


Evidence 


Need not show actual confusion; likelihood of confusion by an appreciable number of 
ordinarily prudent purchasers is sufficient. 

Evidence of defendants bad faith may be strong evidence of the likelihood of confusion. 
In absence of fraud, court must resort to other criteria, such as strength of plaintiff’s mark, 
the area of concurrent sale, relationship of goods and similarity of marks. 

Complete lack of proof of confusion significant where goods are sold in some stores. 153 


While customers seeking kosher products under ritualistic compulsion may be cautious 
and not confused this does not preclude deception of those unwary purchasers seeking McCor- 
mick products where the goods of both are displayed side by side with resembling symbols. 

Likelihood of confusion may be decided by a visual comparison but a determination of 
deceptive similarity may be supported by even a small number of actual instances of confusion 
for law sets no numerical minimum. 165 


Unsworn letters from customers consisting of conclusions, speculation and hearsay com- 
ment not entitled to consideration on motion for preliminary injunction. Papers fail to show 
nature and extent of plaintiff’s advertising or consumers familiarity with name or amount of 
business involved or cause of loss of business and therefore in absence of showing of danger 
of irreparable injury preliminary injunction must be denied, particularly in view of showing 
by defendant of extent of its business and injury that would be suffered by them by granting 
of injunction and since object of a preliminary injunction is to preserve status quo. 285 
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Registrations under Act of 1920 have no evidentiary value as to ownership, validity or 
exclusive right to use as does registration on Principal Register under section 2(f). Women’s 
dresses non competitive with night gowns, pajamas, sleep coats and house coats. Opposer 
need not show distinctiveness of PAULA and BROOKS since they appear as single entity PAULA 
Brooks. Record contains no evidence of actual confusion but likelihood of confusion is sufficient 
and it appears that PAULA DEAN is confusingly similar to PAULA BRooKs. Where confusion, mis- 
take or deception is likely use of one’s own name may be circumscribed. 314 


Secondary meaning may exist even though buyer does not know the name or location of 
manufacturer or seller. 

Ordinary purchaser is likely to be confused or misled by names MT. SIANI or MT. SINAI 
since the terms are applied to identical goods which are sold through same channels. 

Evidence of plaintiff’s shoppers accepted as credible indicating either conscious or uninten- 
tional substitution. 

While plaintiff has no exclusive right to mt. this does not permit defendant to so combine 
it with other words as to cause confusion. 

Disagreement between president and vice president of defendant as to pronunciation 
of terms deemed significant. 529 


Actual confusion need not be proved since likelihood of deception and confusion is sufficient 
to establish infringement. 1414 


Defenses 


Delay of about five years in protecting use of sTRoNGHOLD by defendant was not sufficient 
to make plaintiff guilty of laches, where it appears that there was no confusion among customers. 
Defendant was promptly notified by plaintiff of alleged infringing use shortly after defendant had 
changed its corporate name to STRONGHOLD SCREW PRODUCTS, INC. 46 


Large advertising expenditures by defendant tend to refute contention that name was 
adopted in order to profit from plaintiff’s reputation but if such were the case large expendi- 
tures would be an aggravation of the offense. 153 


Plaintiff’s failure to take action against users of its name whose operations are so restricted 
as not to affect plaintiff's business does not constitute an abandonment of its right to protect 
its name. 1320 


UnFair COMPETITION 
Basis of Relief 
In General 
In Illinois palming off is no longer necessary to sustain a cause of action for unfair 
competition ; test is whether adoption and use of name by defendant is likely to cause confusion 
in the trade as to the source of the products, or is likely to lead the public to believe that 
defendant is in some way connected with plaintiff. 46 


If similarity of marks is likely to result in confusion of source protection will be afforded. 
However, where question is in federal court the determination is governed by local state law 
and California decisions grant relief where likelihood of consumer confusion irrespective of 
whether practice be unfair or fraudulent. Ultimate test is deception of public and if present 
absence of competition will be disregarded. 

Finding of unfair competition does not require showing of fraud or palming-off. 144 


Under California law, ultimate test for unfair competition is: Is the consuming public 
likely to be deceived? 170 


In conflicts between weak marks where adoption took place innocently at about same time 
courts may apportion territory but in realm of unfair competition courts are dealing with 
practices which injure public by creating confusion as to source of goods and if use is not 
innocent equitable considerations call for different action. 267 
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Deception of the public and confusion of goods brought about by fraudulent practices 
constitute unfair competition where the injured product has acquired either a technical trade- 
mark or a secondary meaning. 

Functional features such as the round shape and scoring of tablets cannot acquire secondary 
meaning nor can white color where tablet is composed of white powder but where plaintiff 
adopts distinctive heart shaped tablet and orange color for purpose of identifying plaintiff's 
product, subsequent adoption by defendant of identical size, shape and color sets stage for 
confusion which is not prevented by marketing tablets in clearly marked bottles since they may 
be sold apart from the container. 274 


Where confusion as to source results from use of corporate name in packaging, courts 
may enjoin such use but if trade name is not a technical trade-mark and has merely acquired 
secondary meaning courts will limit relief to that necessary to prevent confusion. 427 


Despite absence of literal reference to doctrine of weak trade-marks in 1946 Act, it still 
has vitality. However, where trade-mark has acquired secondary meaning, and element of 
confusion is present, it should be afforded some degree of protection. 490 


The systematic appropriation of another’s uncopyrighted work product constitutes unfair 
competition but intent is material as is regularity of use and knowledge. 504 


The fraudulent intent necessary in unfair competition causes may be inferred from all the 
facts and circumstances. Defendant adopted marks with full knowledge of popularity of plain- 
tiff’s mark and addition of prefix mt. to “balance” the mark is significant. 

Lack of confusion of retailer no defense since defendant has placed in his hands means to 
confuse the ultimate purchaser. 529 


Defendant breaches contract under which it undertook not to engage in business of dealing 
in pharmaceuticals under name of Cole Chemical Corporation, or similar names, where it sells, 
under name of Cole Laboratories, Inc., pills to third party pill-packing concern for processing 
for sale; such conduct is dealing in goods; confusion is inevitable and injunctive relief is 
granted, particularly in view of potential danger to public health. 

Interpretation of defendant’s contractual rights is affected in part by considerations of 
character of pharmaceutical products involved and need for protection of public; such considera- 
tions outweigh inconvenience to defendant. 647 


Legal basis for granting relief for unfair trade practices in confusion of source of goods. 661 


Plaintiff seeks to restrain defendant from use of the name Layco in connection with their 
business under section 964 of the Penal Law which makes it a misdemeanor for one with 
intent to mislead and deceive, to use a name similar to that of any other person or firm and 
provides that application may be made for an injunction and if it appears to the Court that 
deception is likely an injunction may issue without proof of actual deception; plaintiff, an auto 
seat cover manufacturer since 1945, selling in 30 states and advertising extensively; defendant 
is controlled by one Gerber, formerly employed by plaintiff and defendant has adopted same 
format, signs and slogans as plaintiff, since evidence shows that defendant adopted the same 
signs, legend and form with intent to simulate those of plaintiff and a prior conviction under 
penal provisions of section 964 is not a prerequisite to the civil remedy, an injunction is 
granted. 813 


Where plaintiff has used corporate title since 1908 and has acquired a valuable good will 
among the trade and general public use of the name SHEFFIELD as part of its corporate name 
by another will be enjoined. The name SHEFFIELD is not descriptive of any quality of the silver 
made by either nor does it have any geographical reference but use of the name SHEFFIELD 
in defendant’s corporate name is likely to cause confusion as to source. 820 


Direct or “market competition” is not an essential ingredient of unfair competition. 828 


Plaintiff, one of the “regular” Standard Oil Companies incorporated in Indiana and oper- 
ating in 15 midwestern states, including North Dakota sues to restrain the infringement of 
its trademarks and trade name STANDARD, STANDARD OIL Of STANDARD OIL COMPANY and for 
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unfair competition by defendants. Plaintiff has operated in North Dakota since 1896 and 
registered its trademark staNDARD in North Dakota in 1923. Defendant was incorporated in 
1949 and is authorized to engage in the business of manufacturing and selling petroleum prod- 
ucts and defends on the grounds that the difference in its corporate title is sufficient to 
distinguish, the action is premature since the corporate defendant has not engaged in business 
and on the further grounds that the mark sTANDARD is not a valid trademark because it is 
descriptive and defendant’s use of the word sTANDARD is permissive by virtue of a North 
Dakota statute. 956 


Issue of unfair competition determined by the law of each state. 1096 


California Civil Code (sec. 3369) provides that unfair competition may include either an 
unfair or a fraudulent business practice. 

Under California law, injunctive relief against unfair use of trade name may be obtained 
in situation other than where parties are in direct competition. 1170 


EL CHICO, used for plaintiff’s Spanish restaurant in New York, is a weak trade name and 
without proof of confusion or fraud or deceit by defendants in use of EL cHIco for Mexican 
restaurants in Texas district court’s dismissal of complaint is affirmed; and district court’s 
granting of injunction against EL cH1co Canning Company reversed since there is no proof that 
32 states in which canning company’s products are distributed includes New York, defend- 
ant’s cans are plainly labeled MEXICAN BRAND FOOD MADE IN TEXAS and plaintiff's operation over 
a twenty-five-year period show no indication as against a non-fraudulent user that rights in 
trade name EL CHICO can be extended to canning business as natural expansion of plaintiff's 
restaurant business. 1307 


If present, fraud is an additional ground, although not a necessary ground, for relief. 1315 


Plaintiff attempted superficial use of name Quick, which had been abandoned as magazine 
title; subsequently, defendant planned to bring out magazine entitled guick and upon learning 
of plaintiff’s endeavors, rushed first issue to publication; neither party may enjoin other’s 
use of name. 1318 


The potentialities of damage which are basis of restricting use of name are not removed 
merely because use is innocent; use for purpose of fraud will also be enjoined whereas innocent 
use will be enjoined only under certain circumstances. 1320 


Under Lanham Act the test of trademark infringement or unfair competition is likelihood 
of confusion, mistake or deception, and protection against unauthorized use of mark by another 
is extended even as to a noncompetitive field. 

Unfair competition may exist exen in the absence of infringement. 1396 


False Trade Descriptions 


Plaintiff's product KULE-FUT cream constitutes a “drug” under Federal Food, Drug and 
Cosmetic Act and label used did not list same as required by Sec. 201 (g) of the Act, since 
misrepresentations were made in use of trademark complaint dismissed. 1422 


Trade and Commercial Names 


Court will not protect later appropriator at expense of public confusion by a territory 
apportionment where first comer used distinctive word as corporate name, trade name and 
trade-mark under which it sold its product for years, regardless of lack of trade-mark in- 
fringement. 267 


Trade-mark or name is merely protection for good will of business and is not subject of 
property except in connection with existing business. 

Trade name is entitled to protection only where owner is doing business or where name 
has acquired secondary meaning identifying goods or business with owner. 

Mere fact that trade name may have acquired secondary meaning in one jurisdiction does not 
vest owner with right to pre-empt its use of that name in another jurisdiction where it has not 
become identified with business or goods. 
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Fact that confusion as to source might result from sale of packaged food bearing trade 
name RUBY FOO’s name similar to that used by corporations in Boston and New York, does not 
affect defendant corporation’s ownership of trade name as applied to District of Columbia 
restaurant, as plaintiff created likelihood of confusion when she purported to license use of 
trade name by corporation. 409 


Plaintiff’s trade name PUMP ROOM, for its restaurant in Chicago, is a valuable business asset 
which it is policy of law to protect. 

Fame of name of plaintiff’s Chicago restaurant might attract public to defendant’s New 
York restaurant of same name; plaintiff is entitled to protection against likely confusion and 
resultant damage, even if neither unfairness nor fraud was intended by defendants. 828 


Where plaintiff uses trade-name ALLSTATE in connection with its automobile tire and 
accessories business and the insurance business of a wholly owned subsidiary, and defendants 
use term ALL STATE SCHOOL OF DRIVING for their driving school, the question is whether the 
similarity of terms is such as to cause confusion of source by an appreciable number of prospec- 
tive purchasers. 

Evidence only establishes confusion on part of inappreciable number of undiscerning 
persons since survey conducted by plaintiff was orally made and did not emphasize difference 
in spacing in two terms. 

Since there is no actual competition between parties and the insurance company does not 
operate any driving school although it does grant scholarships for training of high school 
driving teachers, judgment will be entered for defendants. 

Dilution theory if sound is restricted to fanciful, unique and meaningless coined words. 938 


Mere comparison shows that names of plaintiff and corporate defendant are confusingly 
similar and addition “of North Dakota” does not lessen the confusion. Use of phrase 
“Not affiliated with any existing oil company” on letter-heads not only fails to lessen confusion 
but is admission that confusion was expected. 

Evidence fails to show that the word “standard” has a descriptive significance in the 
petroleum industry, but even if such were the case, by virtue of the long and exclusive use 
by plaintiff, the mark staNpDARD has acquired a secondary meaning which would entitle plain- 
tiff to protection. 

State statute which provides for a “trademark” to be licensed for use on articles grown, 
manufactured or produced in North Dakota which meet standards set by the state and which 
incorporate the word “standard” on the emblem created a symbol utilizing the word in its 
descriptive sense and cannot be distorted to permit the appropriation of the word by de- 
fendants. 957 


Use of one’s name may be restricted where said use is based on fraud and deceit and an 
unlawful conspiracy to appropriate the good will which Ray LaSene knew had been sold 
to plaintiff. 1085 


Where plaintiff purchased at considerable cost the good will of a beer and carbonated 
beverage distributing business conducted under name PORT CHESTER BEER DISTRIBUTORS and sub- 
sequently defendant commenced selling non-alcoholic beverages under trade name of PoRT 
CHESTER BEVERAGE COMPANY the motion for temporary injunction will be granted in view of 
the strong likelihood of confusion and deception due to the similarity of names and types of 
business involved. 1095 


Use of MAJESTIC RESTAURANT and MAJESTIC GRILLE for nearby restaurants is confusingly 
similar, under circumstances stated. 1156 


Although factual instances of confusion may support determination that confusion of public 
is likely from use of identical or similar trade name, they do not compel that conclusion as 
matter of law. 

Defendant’s operation of weight-reducing salons under name SLENDERELLA SYSTEMS is not 
unfair competition with plaintiff’s name sLENDERELLA for its clothing stores catering primarily 
to larger-sized women. 1170 
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Defendant’s use of StronGHOLD Screw Propucts, INc. as its corporate name was held to 
be unfair competition with plaintiff’s trademark StroncHoLp; defendant’s later adoption of 
Stronc Screw AND Boxt, INc. is not an adequate differentiation. 1180 






Plaintiff, Cornett University, developed formula for nutritious bread; plaintiff sells 
large quantity of foodstuffs under its name; defendant bakery sold bread made according to 
plaintiff's formula and adopted therefor name corNELL and package make-up suggesting con- 
nection with Cornell University; plaintiff is entitled to judgment cancelling defendant’s New 
York State registration of CORNELL, and restraining defendant from using word CORNELL in 
such manner as to deceive. 1313 







DO IT YOURSELF sHOW for “home shows” held under circumstances to have acquired 
secondary meaning; defendants are preliminary enjoined from use of same name or You 








DO-IT-YOURSELF SHOW. 1315 









Plaintiff, PEERLESS ELECTRIC co., manufacturer of small electric motors and fans, is 
entitled to judgment enjoining defendant PEERLESS ELECTRIC, INC., manufacturer of cooking 
equipment sold under name BROIL QUIK and vended with label bearing phrase BROIL QUIK BY 
PEERLESS, from use of its corporate name. 


Plaintiff's corporate title is Peerless Electric Co., while that of defendant is Peerless Elec- 
tric, Inc.; fact that PEERLESS itself is “weak” trademark does not lessen possibility of confusion 
where defendent has adopted plaintiff’s entire corporate title. 1320 









Everyone has right to use his name in his own business and for advertising purposes, pro- 
vided only that he does so honestly and with no intent to deceive buying public as to identity 
of himself and any other established business or its product. 1323 








Dress of Goods 


Where defendant selected package for chewing gum product quite similar to that of plain- 
tiff, except for substitution of Topps for CHICLETS and offered no explanation for so doing, 
injunction is properly granted; assumption is made that defendant’s package make-up is likely 
to mislead a substantial minority of purchasers. 414 












While, upon the expiration of a patent, the public is free to make and sell the article in its 
previously protected form such right is subject to the requirement that reasonable steps should 
be taken to distinguish the article from the articles of the patentee; hence where defendant 
manufactures a lighter which almost identically copies the particular design, material and 
appearance of the roNsSON lighter and these copied features are non functional and not the 
essential features thereof and defendant also prints its name GIBSON in such manner as to 
obscure the Grip and emphasize the son portion of the name and uses identical advertising 
slogans the results is an intentional inducing of confusion in the minds of the public and 
constitutes unfair competition which will be restrained. 419 












Court properly held design mark valid and fact that portions of wording on package 
intruded into design does not destroy its validity and where defendant uses a similar design 
he has the burden of explaining such use. 1096 


Plaintiff, Cornett University, developed formula for nutritious bread; plaintiff sells 
large quantity of foodstuffs under its name; defendant bakery sold bread made according to 
plaintiff’s formula and adopted therefor name corNELL and package make-up suggesting con- 
nection with Cornell University; plaintiff is entitled to judgment cancelling defendant’s New 
York State registration of CoRNELL, and restraining defendant from using word CORNELL in such 
manner as to deceive. 1313 












Defendants’ act in not selling surplus products bearing plaintiffs’ trademark as scrap and 
in breach of contract with U. S. Government held a cause of conduct which would tend to 
defraud the public and might harm plaintiffs’ reputation and good will. N. Y. General Business 
Law, Section 36l-a clearing provides relief under such circumstances. 1393 
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Trade Secrets 


Where plaintiff to induce defendants to enter into contract disclosed an idea for a manu- 
facturing process without protecting himself by agreement with defendants held although any 
one seeing plaintiff’s operation is at liberty to adopt same procedure, defendants are liable for 
deceitful manner in which results of plaintiff’s research were obtained. A motion to dismiss 
complaint denied. 1420 


Scope of Relief 


An idea must be reduced to concrete form in order to qualify as the subject of a protectible 
property interest. It must also be novel or have some elements of originality. The creator of 
the idea must not have revealed its content to other persons prior to its disclosure to a 
prospective purchaser. 37 


Must be proof of actual loss of sales for damages in unfair competition contrary to trade- 
mark infringement where presumption of loss is inferred from proof of use of mark and 
evidence of sales. 267 


Suit for unfair competition properly before District Court where infringement of trade- 
mark DEXEDRINE is alleged under title 28 U.S.C.A. 1338 and hence Court has jurisdiction, 
regardless of diversity of citizenship and jurisdictional amount, to determine the substantial 
and related claim that appellants are guilty of unfair competition in copying the appearance 
and name of appellees’ tablet. 274 


Defendants are enjoined from manufacturing, selling or advertising lighters without clearly 
indicating on the article or in its advertising that they are not the product of Ronson and de- 
fendants must pay fair and just compensation for injury plaintiff has sustained by reason of 
defendants acts of unfair competition such compensation to be determined and reported by 
a referee to be appointed. 419 


Under claim of unfair competition, recovery may be had for inequitable practices in con- 
junction with redress for patent, trade-mark or trade name infringement. But no principle 
of law or equity would allow additional recovery of general damages, in name of nebulous tort 
created by grouping together all the wrongs that plaintiff asserts. 661 


Temporary injunction is granted since plaintiff in its action to restrain defendant’s use of 
restaurant name in New York identical to that used by plaintiff in Chicago has made sufficient 
showing of probable success in such action, and since without temporary injunction it may 
suffer damage to its reputation which could not adequately be compensated by later award. 828 


Corporate defendant is enjoined from using the words STANDARD, STANDARD OIL or STAND- 
ARD OIL COMPANY as part of name of defendant corporation or as trademarks and injunction 
applies also to defendant Kaplan since he was responsible for the selection of the name and has 
actively promoted the company. 957 


Where Andrew LaSene conducted upholstery business in own premises for 14 years under 
name LASENE CUSTOM UPHOLSTERY and then sold business and leased premises to plaintiff with 
exclusive right to name and agreement on LaSene’s part not to engage in upholstery business 
for 5 years within 5 miles of premises and subsequently plaintiff moved his business from 
LaSene’s premises and LaSene’s son Ray opened business in premises under name RAY LA 
SENE’S UPHOLSTERY and evidence shows LaSene to be real owner, the Court will enjoin Ray 
LaSene from engaging in business in premises owned by LaSene, from use of the name LA SENE 
and from being assisted by LaSene but cannot enjoin Ray LaSene absolutely from engaging 
in the business since he was not a party to the restrictive covenant. 1085 


While plaintiff cannot have relief in state court based on alleged patent infringement, state 
courts are not deprived of jurisdiction of claim for unfair competition if such claim is not 
dependent upon establishment of patent infringement. 1169 
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Plaintiff, being entitled to relief against unfair competition, is entitled to effective 
relief. 1180 


The defendant in using a picture of plaintiff’s equipment in its advertising catalog and 
causing lines to be drawn through such picture with an “x” mark and using the word oLp 
to indicate that the equipment had been obsolete is not proof that defendant is attempting to 


palm off plaintiff’s product as its own and plaintiff is not entitled to injunctive relief. 1303 


Evidence 
Plaintiff insurance company uses registered service mark consisting of covered wagon 
design on letter heads, policies, and advertising media, and seeks to enjoin defendant insur- 
ance company from similar use. Evidence fails to show that plaintiff's mark has acquired 
secondary meaning, so defendant’s use of similar mark is not deceptive. 170 
Assumption is made that past confusion will continue, where policies remain unchanged. 647 


Where corporate defendant has not actually engaged in business but evidence amply shows 
intent by defendants to use the corporate defendant’s name in connection with the sale of 
products in competition with plaintiff an injunction will be granted since a threat to infringe 
a trademark is sufficient. 957 

Proof of loss of sales not necessary since test under the statute is likelihood of 
confusion. 1096 

ROYAL and ROYTYPE used for typewriter held to have acquired a secondary meaning because 
of plaintiff's extensive and continuous advertising and numerous sales of typewriter bearing 
these marks. 1414 






VII. COURTS 
JURISDICTION 
Where SKF expended over $1,200,000 in advertising the finding that the amount in con- 
troversy exceeds $3,000.00 is amply supported by the evidence. 274 


Where plaintiff moves under Rule 12(d) of FRCP to determine the defense of lack of 
jurisdictional amount in unfair competition case the rule is well settled that the jurisdictional 
amount is determined by the value of the right or business sought to be protected and not the 
damages and therefore the amount of advertising expenditures made by plaintiff are 
relevant. 635 


Since basic issue in suit is infringing and rendering valueless of trade-mark, on which 
plaintiffs have expended hundreds of thousands of dollars to give it value, it would seem clear, 


prima facie, that amount in controversy substantially exceeds $3,000.00. 636 
Under 35 U.S.C. 146, right is given to bring civil action in any court of competent 
jurisdiction; therefore any District Court has jurisdiction of subject matter. 955 


While plaintiff cannot have relief in state court based on alleged patent infringement, state 
courts are not deprived of jurisdiction of claim for unfair competition if such claim is not 
dependent upon establishment of patent infringement. 1169 


Lanham Act gives a federal cause of action for infringement of marks registered under 
the Act (Section 44(h)) and for unfair competition in use of registered marks (Section 
32(1)) as well as trade names and commercial names, and where law of State of California 
provides for registration of trademarks and for civil and criminal remedies for infringement 
and unfair competition held it would be inconsistent to allow state law to govern action for 
unfair competition involving Federally registered marks and Act precludes concurrent enforce- 
ment of state law. 

Pendent-jurisdiction statute (28 U.S.C. § 1338(b)) presupposes a claim for unfair competi- 
tion otherwise than “under the copyright, patent or trademark law” and is not properly 
invoked except when necessary to sustain federal jurisdiction of a cause of action for unfair 
competition arising under state law. 1396 
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Although there was no diversity of citizenship between the parties held Federal court 
had jurisdiction under 28. U. S. C. A., sec. 1338 (b) in civil actions where plaintiff’s claim of 
unfair competition existed to the limited extent that it was “related” to claim of trademark 
infringement of registered mark. 1422 


PLEADING AND PRACTICE 


Suit for injunction on grounds of trade-mark infringement and unfair competition 
raises essentially equitable issues. Charge that defendant was entrapped by plaintiff’s fraud 
and deceit and that plaintiff comes into court with unclean hands and was guilty of the identical 
practices complained of does not change proceeding from equitable to legal entitling parties to 
a jury trial. 188 

Motion for preliminary injunction may be decided on affidavits and an injunction should 
issue to maintain the status quo and to prevent irreparable injury to SKF from defendants 
substandard tablets, since investment of defendants is small and ultimate rights are protected by 
bond to be posted by SKF. 274 

Court is not bound by prior rulings of Examiner of Interferences sustaining objection 
to interrogatories in cancellation proceeding since ruling is not law of case nor is it binding 
on court where same information is demanded by subpoena duces tecum. 290 


Where issues in civil action involve ownership, secondary meaning and right to exclusive 
use, and court’s findings will be determinative of same issues so far as right to register is 
concerned, it is deemed sound practice to suspend Patent Office proceedings pending termina- 
tion of court action. 581 

Where essential element in trial of trademark infringement case is question of priority 
of use motion under Rule 42(b) for separate trial of issue of priority will be granted. 1084 

Complaint which does not charge defendant distributes its products in interstate commerce 
but does charge infringement “in commerce” in so many words held sufficient to invoke 
District Court’s jurisdiction. 1408 


Defendants’ interrogatories that sought information as to all marks or names used by 
plaintiff denied since all marks other than SINGER, THE SINGER MANUFACTURING COMPANY, and 
SINGER MANUFACTURING CO. were not relevant to proceeding. 

Defendants’ interrogatories dealing exclusively with damages denied since questions relat- 
ing to damages should await a determination of infringement and a right to an accounting. 1417 


Where plaintiff to induce defendants to enter into contract disclosed an idea for a manu- 
facturing process without protecting himself by agreement with defendants held although any 
one seeing plaintiff’s operation is at liberty to adopt same procedure, defendants are liable 
for deceitful manner in which results of plaintiff’s research were obtained. A motion to dismiss 
complaint denied. 1420 


Motions 


Motion for summary judgment must be denied since factual questions of novelty and 
uniqueness of advertising plan and matter of copying of plan raise issues of fact which must 
be determined at a trial. 37 


Petitioner is entitled to information demanded under subpoena duces tecum since registrant 
denied confusion between marks, alleged laches in that Petitioner did noting while registrant’s 
business expanded; hence facts of registrant’s business are pertinent and not privileged since 
parties are not competitors. 290 


Defendant’s denial that there is competition between the parties is not a sufficient reason 
for denying to the plaintiff the protection which the law intended to provide for its trade- 
marks against unfair competition. Plaintiff’s motion to strike answer and for summary judg- 
ment is granted with leave to defendant to amend answer. 1305 
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Evidence 

Where plaintiff came into court with unclean hands by claiming use of designation “Dr.” 
to which he was not entitled held element under trademark law and law of unfair competition 
as that public should be protected from fraud and deceit which transcends rights of trade- 
mark owner. 1422 













FINDINGS 
Decision of Patent Office on question of similarity and likelihood of confusion while not 
res judicata nevertheless carries substantial weight. 422 








District Court’s denial of defendant’s motion requesting a finding that words MINUTE MADE 
were used by defendant to describe its product was a factual issue and Court of Appeals can- 
not say District Court’s refusal to make a finding or its findings of fact are erroneous. 1408 







PRELIMINARY INJUNCTION 

Where owner of registered mark HAYMAKER used on gloves and shoes seeks a preliminary 
injunction restraining the use of the same mark on noncompeting goods in the same field of 
feminine apparel consisting of blouses, shirts, shorts and suits, fact that HAYMAKER may have 
had descriptive use on other goods does not effect arbitrary use in apparel field; but in view 
of conflicting affidavits which create issue of fact, and failure of plaintiff to show need of 
urgency since it permitted a long period to elapse between protest and commencement of action 
and its failure to show damage in view of noncompetitive aspect of goods, a preliminary 
injunction is denied. 500 


Preliminary injunction denied where defendant used name WARWICK CHEMIST SHOPPE for 
its drug store located in Warwick Hotel and across the street from plaintiff, porwicK CHEMIST 
SHOPPE, and prior use of another plaintiff of name WARWICK HOTEL PHARMACY, INC. since plaintiff 
WARWICK HOTEL PHARMACY, INC. had never engaged in business, pDoRWICK and WARWICK are not 
so alike as to cause confusion; there was no proof of secondary meaning in name WARWICK, and 
isolated instances of misdirected mail insufficient to show unfair competition. 1302 














Preliminary injunction denied where plaintiff based motion on purchase of defendant’s bags 
in shops selling such; fact that defendant’s bags were sold in stores which were plaintiff's 
customers and refusal of plaintiff’s customers to purchase bags becaue of cheaper copy made 
by defendant. 1386 


Preliminary injunction denied where plaintiff used INNER CIRCLE for women’s brassieres 
and defendent used prESS CIRCLE for women’s brassieres since plaintiff failed to prove the word 
CIRCLE was dominant part of mark; and although plaintiff established secondary meaning 
DRESS CIRCLE is not confusingly similar to INNER CIRCLE although actual confusion is not neces- 
sary to sustain finding of infringement, proof of it would help in determination whether or not 
preliminary injunction should be granted. 1390 










Preliminary injunction granted where defendents purchased deteriorated X-Ray film from 
U. S. Government bearing plaintiff's trademark minimax, and sold film in original container 
and not as scrap and in breach of contract with Government. 1393 






Preliminary injunction granted where comparison of marks shown in exhibits convinced 
court that defendant was guilty of intentional imitation of plaintiff's service mark of stork 
carrying infant. 1419 






CoNTEMPT PROCEEDINGS 

Use by plaintiff of corporate title roop FAIR STORES, INC. in subordinate position to trade 
name, does not violate terms of injunction nor is it wilful violation; hence plaintiff not in 
contempt but since intent of injunction was to prevent confusion by use of the words FOoD FAIR 
by themselves or in combination with other words as would cause confusion in minds of ordinary 
purchaser, and such confusion is possible by use of corporate title as shown, plaintiff could 
avoid such possibility by placing in juxtaposition to corporate title words of equal prominence 
showing plaintiff not connected with defendant. 427 
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APPELLATE PROCEEDINGS 


Extrinsic facts are significant but likelihood of confusion may readily be perceived by 
reviewing court upon visual comparison in the absence of compelling extrinsic facts to the 
contrary. 165 


Supreme Court will not reach for constitutional questions not properly raised by parties 
and mere raising of the question in argument does not properly bring question before the 
court. 389 


District Court is bound to consider opinion of court of appeals as part of mandate; writ 
of mandamus issues to compel compliance. 1183 


Costs 
Plaintiffs are awarded $1,000 as attorney’s fees. 822 


VIII. COPYRIGHTS 


Copyright statute requires publication of the work with notice and prompt deposit in 
Copyright Office of 2 complete copies of the publication. Delay in deposit does not invalidate 
copyright nor bar institution of suit. 

Sufficient originality exists in label sTEPPING TONES with fanciful representation of girl 
dancing on phonograph as to be copyrightable. 

Facts show substantial copying which is chief element constituting infringement. 144 


Certiorari granted because of conflicting decisions as to validity of copyright involved. 

Where respondents obtained copyrights covering male and female dancing figures made 
of semivitreous china which it intended to use, and subsequently mass produced, as bases for 
lamps, and which petitioners copied and embodied also into lamp bases which they sold, the 
question is whether such works may validly be copyrighted under Section 5 as a “work of art”. 

Congress clearly intended scope of copyright statute to include more than traditional fine 
arts. The Copyright Acts, the legislative history of the 1909 Act and the practice of the copy- 
right office unite to show that “works of art” and “reproduction of works of art” are terms that 
were intended by Congress to include the authority to copyright statutes such as here involved. 
Subject must be original and be the author’s tangible expression of his ideas, and if so such 
expression, whether meticulously delineating the model or mental image or conveying the 
meaning by modernistic form or color; is copyrightable. 

Fact that statuettes might also be subject of design patents does not prevent their copyright 
since the purpose of a patent and copyright differ. Copyright protects originality rather than 
novelty or invention—conferring only “the sole right of multiplying copies.” Absent copying 
there can be no infringement of copyright. 

Intended use in industry of article eligible for copyright does not bar or invalidate its 
registration. 389 


Where owner of advertising service furnishes monthly advertising booklet with illustra- 
tions and printed matter to be used by exclusive publisher in each area as an aid and source 
of material and ideas by its advertisers, and incorporates in its material copyright notice 
consisting of “c” in a circle surmounted by “M” but without name as copyright proprietors 
and owner of service had knowledge that subscribers did not print owner’s name in connection 
with their publication of illustrations, fact that material was validly copyrighted by notice and 
subsequent registration of each monthly issue of service does not prevent subsequent dedication 
to the public by publishing without proper copyright notice and innocent and irregular use of 
material by another publisher subsequent to said dedication does not constitute copyright in- 
fringement nor constitute unfair competition. 

Newspaper advertisements and illustrations used therein are proper subjects of copyright 
and monthly advertising service is copyrightable under 17 U.S.C. 5 (b) and its components are 
individually copyrightable under 5 (k). 

Intent is immaterial if infringement appears. Every reproduction of a copyrighted item 
must under Section 10 bear copyright notice. 
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Copyright notice consisting of “c” within circle surmounted by “M” without name of 
plaintiff as copyright proprietor is insufficient and dedicates material to public. 

A defective copyright notice is not rendered legally effective as to particular alleged 
infringer by circumstances affording alleged infringer knowledge of copyright or source from 
which such information might be obtained. 504 


Plaintiffs move for an injunction pendente lite against the publication by defendants of 
edition of books of Moses which were copied from a set plaintiff had previously photographed 
and printed at considerable expense from an old edition in the public domain and to which 
plaintiff had made corrections in accents and cantillation marks on negatives, from which were 
made prints and then copyrighted books were printed. An injunction will issue since the work 
is subject to copyright as it involved independent scholarship and art in the making of the 
corrections and the evidence shows that defendants had merely photographed the result of 
plaintiff's work. Had scholars employed by defendants independently arrived at the same 
corrections there would be no infringement but such was not the case. 674 





